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PROCEEDI NGS

THE CLERK: Joseph L. Carpenter v. MYSCHOOL. COV
Cvil Action No. 15cv212.

MR. BARNES: (Good norning, Your Honor. Attison
Bar nes on behal f of defendant. Wth ne today is David Wsl ow
of my firm He's been admtted pro hac vice, and he will argue
t oday.

THE COURT: He's going to argue all the notions?

MR BARNES: He is, Your Honor.

THE COURT: He's got a lot to argue.

MR. BARNES: He's got a lot to argue, | know, but I
think he's up to it.

THE COURT: All right. Wll, have you-all heard
anything fromM. Carpenter's current counsel, M. R nehart?

MR BARNES: W have not, Your Honor. About the
heari ng? W have not.

THE COURT: Yeah. Have you-all had any conversations
with himthe |ast week or so to --

MR, BARNES: Not to discuss the hearing today ot her
t han, obviously, there were sone notions and papers fil ed.

THE COURT: Ckay.

MR BARNES: | didn't knowif he was intending to
partici pate by phone. | just assuned he was going to be here
t oday.

THE COURT: Well, | was, too. Well, we have -- ['l|
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3
tell you what mnmy schedule was going to be. | was going to take
up the notion to reopen discovery and the notion to sea
related to that notion and followed by the notion to file the
anended conpl aint, then take up the various notions to seal
that are related to the summary judgnent pleadings, there are
six of those, and then hear the argunent on notions for summary
j udgnent .

So, well, go ahead and have a seat. |[|'ll go ahead
and start in on the notions now. The first notion that |I'm
going to deal with is the notion to reopen discovery. That is
docket No. 160. In this notion, the plaintiff is asking the
Court to reopen discovery based on sone information that they
claimcanme to light in the |ast day of discovery in the
deposition that was taken of the -- and how do you pronounce
his nanme? | don't want to --

MR WESLOWN It's Bel ousov, Your Honor

THE COURT: Bel ousov? GCkay, M. Bel ousov.

Havi ng reviewed the notion to reopen discovery and
having reviewed the opposition that was filed, it's clear to
the Court that as of June 1, in the answer to interrogatory
No. 14, that the plaintiff was aware of the timng in which the
def endant had i ndicated that the donain nane was registered.

It also was provided with a copy of the e-mail that apparently
was the topic of conversation during the deposition.

Having found that there was nore than sufficient tine
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to explore that during the discovery period, I'mgoing to deny
the notion to reopen discovery.

On the notion to seal, which is docket No. 162,

M. Weslow, | guess |I should hear fromyou about that. I'l]I
just give you a preview. |'ve |ooked at a |ot of these notions
to seal, and there may be one or two things that | think given
the nature of the pleadings that are in front of the Court that
will probably -- that I'lIl consider allowing to remain under
seal, but this, this is not one of them

|s there anything in their nmenorandumthat you think
nmeets the standard to remain under seal? It's a fair anount
that they've, you know, they're tal king about when you have
actual notice, the registered mark, talking about e-mails being
exchanged. You've got this e-nmail exchange, the deposition
t esti nony.

What, if anything, do you think should remai n under
seal in their menorandumin support of their notion to reopen
di scovery?

MR WESLOWN  Your Honor, we believe that we can
permt the full pleading on the plaintiff's notion to reopen
di scovery to be included in the record.

THE COURT: Well, | do believe -- and we'll get nore
into it in the pleadings having to do with the notion for
sumrary judgnent -- but | think having reviewed those

pl eadings, it is going to be appropriate to go ahead and have,
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deny the notion to seal; that is, 1'"'mgoing to deny the notion
to seal, it's No. 162.

What 1'mgoing to do in ruling on that nmotion -- on
that notion, what -- I'mgoing to in the order direct the clerk

to unseal docket No. 166, which is the seal ed version that was

filed.

So I'"'mdenying the notion to reopen discovery that is
No. 160. I'mdenying the notion to seal the nmenorandumin
support of the reopen discovery, which is No. 162, and |I'l| be

asking that the Cerk's Ofice unseal docket entry 166, which
is the currently under seal sealed version of the notion to
reopen di scovery. Ckay.

On the notion to file an amended conpl ai nt, ot her
than the back-and-forth as to, you know, they should have done
it sooner, what, if any, significance or prejudice do you see
inallowing the plaintiff to file the anmended conpl ai nt?

MR. WESLOW  Your Honor, we do not oppose the notion.
We just wanted to nake the record clear that the plaintiff has
| ong known who the owner of the domain nanme was and that the
statenents in the notion that plaintiff just acquired this
know edge were, were not accurate.

THE COURT: Ckay. And I, | fully understand that,
and that's fleshed out, I think, in the summary judgnent
briefings pretty fully, so given -- and | think given the

current situation, what I'mgoing to do is I'mgoing to go
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ahead and grant the notion for |leave to file the anended
conpl ai nt, which is docket No. 157. That's with the
understanding that all of the -- I"mnot going to require --
that the sane responses that you gave, that is, the answer to
the initial conplaint, will be deemed done to these -- to the
anended conpl aint, and the sane affirmative defenses that
you've raised to the initial conplaint will be deened for the
pur poses of this hearing being made as to the anended
conplaint. So that will take care of those two notions -- that
notion as well.

"1l take up the notions to seal, and there are three
notions to seal as to each of the notions for sunmmary judgnent.
Dealing with your notion for summary judgnment first, the first
notion to seal is docket No. 125, which is the notion to sea
your menorandumin support of the notion for summary judgnent,
which is requesting that various parts of the nenorandum be
seal ed and that Exhibits G through Mbe filed under seal.

Again, 1've | ooked at what you have redact ed.
think much of this has to do with the plaintiff's confidenti al
information, certainly the redactions on pages 4 and 5,
bel i eve, and redactions on page 25 and 26 as well. Let ne just
double -- 25 and 26 having to do with conversations with the
Web site devel oper and 28 as well and G through M

As required by nmy scheduling order in the case, you

know, if you file a notion to seal and it's to seal soneone
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el se's confidential information, they're obligated to cone in
and try and explain to ne why that information should renain
under seal. They never filed anything in support or to provide
any real explanation as to why any of those things should be
filed under seal.

Do you want to say anything in support of the notion
to seal, or are you just filing it under seal because of their
desire to have it filed under seal ?

MR WESLOWN That's correct, Your Honor. And we had
previously asked plaintiff's counsel to de-designate, to renove
t hese designations, and they have decli ned.

THE COURT: Ckay.

MR WESLOWN W had filed the notion to seal solely

because of the plaintiff's designations.

THE COURT: Al right. Well, I'mgoing to -- having
reviewed the materials that were filed under seal, |'m going
to -- and taking into consideration the Fourth Circuit's

standards in this having to do with a notion for summary
j udgnment, there needing to be a conpelling governnental
interest to allow these materials to be filed under seal, |I'm
going to deny the notion to seal, that is, docket No. 125.

On this one, having | ooked at the docket sheet, |I'm
going to request that the Cerk's Ofice unseal docket entry
130, which is the nmenorandum It doesn't appear that -- or at

| east 1've been unable to | ocate Exhibits G through M 130
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doesn't have the exhibits attached to it, so I'mgoing to
request that you file a supplenental, just a notice of filing
and file Exhibits Gthrough Min the public record, so that
will all be part of the public record.

Ckay. The next notion to seal is docket No. 136.
This has to do with plaintiff's notion to seal their opposition
to your notion for sunmary judgnent, and in this one, they've
designated pretty significant anobunts of materials, starting on
pages 4 and 5. | guess those are again the material that you
had designated that |'ve now undesi gnat ed.

There is sone information having to do with your --
t he deposition testinmony of your client beginning on pages 6
and 7, and then nore information having to do with your
client's business on 10, 11, 12. | believe that's it until we
get to the exhibits, or maybe page 17. 14, 17, 18, 20, and 21

Let's talk about the menmo first. Wat, if anything,
i n menmorandum do you on behal f of your client think would need
to remai n under seal ?

MR, VWESLOWN  Your Honor, we've, we've gone back
t hrough the nmenmorandum as well as the exhibits and believe in
terns of the docunents that we had designated as being
confidential, all of these nay be nmade available to the public.

THE COURT: COkay. The only one that I, | want to
just raise and nmake sure that you're, you and your client don't

have any issues with, | guess, is Exhibit A That's the
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suppl enental response to the interrogatories along with the
list of the domain nanes that have been sold from May 2014 to
April 2015.

You know, |, | assunme sone of this is public
information, sonme of it may not be public information, but I
take it your client is willing to allow those to be in the
public record; is that correct?

MR WESLOWN That's correct, Your Honor.

THE COURT: COkay. All right. Excuse nme, |I'msorry.
Go ahead and have a seat. |'mgoing to have a conversation

wi th counsel here.

Now, you -- are you here on the Carpenter nmatter?
MR RI NEHART: Yes, Your Honor. |'mcounsel for the
plaintiff. 1 ran into sone trouble with security.

THE COURT: Well, cone on up

MR. RI NEHART: Ckay.

THE COURT: Note your appearance.

MR RINEHART: Your Honor, Steven Rinehart for the
plaintiff, Joseph Carpenter.

THE COURT: M. R nehart, it's 10:18.

MR RI NEHART: Yes, Your Honor.

THE COURT: \Where have you been?

MR. RINEHART: | was under the inpression | could
bring a laptop through security. | had to take it back.

THE COURT: Wat, what woul d have given you that
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10
i npression, M. Rinehart?

MR. RINEHART: Only because in other courts, |'ve
been able to do that, and | just didn't -- | wasn't famliar
with the rules.

THE COURT: You're not famliar with the rules? You
are a nmenber of the bar of this Court.

MR RI NEHART: Yes, Your Honor.

THE COURT: As a nenber of the bar of this Court, you
need to be famliar wth the rules of this Court.

MR RINEHART: |, | understand, Your Honor.

THE COURT: And one of the rules of this Court is
when there's a hearing at 10: 00, you be here at 10:00. Do you
under stand t hat?

MR RI NEHART: Yes, Your Honor.

THE COURT: Al right. So you tried to bring a
| aptop in, and you couldn't bring a laptop in, so what did you
have to do then?

MR. RINEHART: | took it back out to nmy car and then
came back through security.

THE COURT: And that took 20 m nutes to do?

MR. RI NEHART: No, Your Honor. |, | got here about
five mnutes |ate even on top of that. Even before | got here
with the laptop, | was trying to get through traffic and cane
in late last night on a -- on the plane.

THE COURT: Well, just to try and get you up to speed
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11
at this point as to what | have done starting as 10:00, with no
one here on behalf of the plaintiff, I've denied the notion to
reopen discovery. |'ve granted the notion for leave to file
t he anended conpl ai nt.

|'ve denied the notion to seal having to do with the
notion to reopen discovery. |'ve denied the notion to seal
having to do with the nmenorandumin support of the -- | guess
|"mdealing with that now -- the defendant's nmenorandumin
support of its notion to conpel -- no, its notion for summary
judgnment, and |'m now dealing with your notion to seal the
opposition to the defendant's notion for summary judgnent,
which | amdenying, and will require that, that is -- you may
have a seat -- the notion to seal, it's docket No. 136, that is
the plaintiff's notion to seal the opposition to the
defendant's notion for summary judgnent, |'m denying that
notion to seal and will ask that the Cerk's Ofice unsea
docket entry No. 149, which is the material that was previously
filed under seal.

The next notion to seal is docket No. 152. This is
the notion to seal the reply and Exhibit Ato the reply.
M. Weslow, any need to keep any of those materials filed under
seal ?

MR WESLOWN Yes, Your Honor. Exhibit Ais a
confidential settlenent agreenent that arose follow ng a

Canadi an court litigation. The settlenent agreenent's terns
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12
require or specify that it may be privately shown but may not

be publicly disclosed or be the subject of any general public

rel ease.

THE COURT: Well, it appears to have been filed -- is
that, is that right? -- in the Superior Court in Ontario?

MR WESLOWN Yes, Your Honor. | understand it was

filed under seal with that court as well.

THE COURT: So | take it that the, the other party to
this agreenment, your argunent is that the other party to this
agreenment would be prejudiced if it was being nade known to the
public?

MR WESLOW That's correct.

THE COURT: Ckay. M. Rinehart, do you have any
argunent on the notion to seal, that is, docket No. 1527

MR RI NEHART: Your Honor, we haven't, we haven't
opposed the notion, but it's only out of respect to the
mat eri al that the defendant has designated confidential. W
don't actually see any reason that the settl enent agreenent
shoul d be designated confidenti al

THE COURT: All right.

MR. RINEHART: And it contains only recitals on a
coupl e of agreenents that purport to, to be extrajudicial
decl arati ons about the UDRP case, Your Honor.

THE COURT: Well, looking at what -- there's a

redaction on page 5 -- on, | believe, page 4 and a redaction on
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13
page 15, both of which relate to the information that's set out
in Exhibit A Gven that there is confidential information of
athird party in the encouragenent of trying to resolve
di sputes between the parties, I'mgoing to go ahead and grant
the notion to seal, that is, No. 152, and allow those portions
of the reply on pages 4 and 15 of Exhibit A to remain under
seal at this tine.

kay. So notions to seal relating to the plaintiff's
cross-notion for summary judgnent, we'll turn to themnow. The
first one is No. 144. That's the notion to seal the nenorandum
in support in Exhibits C D, E, F, G K, and O | believe
M. Rinehart, what --

MR RINEHART: Your Honor, all of these materials
wer e desi gnated confidential or highly confidential by
def endant's counsel

THE COURT: All right.

MR. RINEHART: It's out of respect for that
desi gnation, we've redacted references to themin the
menor andum and the exhibits thensel ves, but we don't have any
objection to, to | eaving them

THE COURT: Well, you didn't designate your
client's -- the defendant was the one who desi gnat ed
M. Carpenter's deposition Confidential?

MR RINEHART: Yes, that's true, Your Honor. Yes.

THE COURT: You did or they did?
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14

MR. RI NEHART: They designated that, that
Confidential in their summary judgnent notion.

THE COURT: COkay. Well, 1'Il find out whether they
have any desire to keep any of this under seal.

M. Wesl ow?

MR, WESLOW  Your Honor, with regard to Exhibit C
whi ch was the defendant's second responses to the request for
adm ssions, these were not nmarked Confidential, so we don't
believe that sealing is required. Exhibit D was the ful
transcript of M. Belousov's deposition. There were portions
of the deposition that were marked, designated Confidential and
Hi ghly Confidential, but the entire deposition was not marked
Confidential and Hi ghly Confidential.

| don't believe the references that the -- excuse ne,
| don't believe plaintiff's references are to the Confidentia
or H ghly Confidential sections, and therefore, it would seem
that a redacted version could be filed that could be placed on
the public record.

THE COURT: Well, what -- | nean, 1'Il tell you I
read the entire transcript of both your client's and
M. Carpenter's depositions, so I'm you know, at this point in
time, if anybody wanted to have a redacted version
suppl enented, the tinme has cone to do that. You know, I, |
haven't -- if you can point out certain things that you think

you want to tell me why you think those should be, remain
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15
confidential, I'mat alittle bit of a loss as to that sinply
for yours or M. Carpenter's, to be honest with you

MR, WESLOW Wth regard to M. Carpenter's
deposi tion, no, Your Honor, those -- we're not aware of any
sections that need to be designated as confidential or wthheld
fromthe public. Wth regard to M. Bel ousov's deposition, we
can al so agree that that can be nmade avail able to the public.

THE COURT: | think sonme of these, |ike Exhibit F,
we've already dealt with, and one of the others, the sane with
G allowng themto be -- K

MR VWESLON K, Your Honor, was the e-mail from
M. Belousov to M. Boot h.

THE COURT: All right.

MR, VWESLON W had produced that. W can agree to
have this included in the public record as well.

THE COURT: Well, I'mat this point intinme, |'m
going to go ahead and deny the notion to seal, that is,

No. 144, and request that the Cerk's Ofice unseal what is
docket No. 155.

That -- it -- well, that may not include the
deposition transcripts, but I -- at this point in time, |'mnot
going to require themto be filed in the public record. 'l
just go ahead and deny the notion to seal.

| think they may not have been added to docket No.

155 given the bulk of them but at this point in tinme, |I'm
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16
going to deny the notion to seal 144 and request that the
Clerk's Ofice unseal what is currently docket entry No. 155.

The next is the notion to seal the opposition to
plaintiff's cross-notion for summary judgnent. That's No. 162,
having to do with the nmenorandum and Exhi bit B, which | guess
|"ve already dealt with the Exhibit B part. 1s that correct,
M. Wesl ow?

MR WESLOWN Yes, it is, Your Honor.

THE COURT: Al right. Then the only redaction on
that -- | believe the only redaction in that nenorandumis on
page 4, which relates to the information in Exhibit B, so |I'm
going to go ahead and grant the notion to seal No. 162, allow
t hat opposition to renmain under seal.

M. R nehart, | haven't seen your unredacted version
of the nmenorandum of your reply. You, you filed electronically
a redacted version, what was it, Thursday night? It that when
you fil ed?

MR. RINEHART: It was Thursday ni ght about m dni ght.

THE COURT: And have you filed the unredacted version
yet ?

MR RINEHART: | sent it to the Court, and it was
supposed to arrive today. | have a copy here --

THE COURT: Well, M. R nehart, sending sonething to
the Court to arrive on the date of a hearing, help ne

understand that. Wy do you think the Court would have had an
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17
opportunity to review sonething that you're sending to the
Court by sonme nessenger service or mail or sone other delivery
service that is going to be getting here after the hearing has
started?

MR RINEHART: | tried to get it to the Court as
quickly as | could. | have a copy here.

THE COURT: Well, M. Rinehart, if you re a nenber of
the bar in the Eastern District of Virginia, you need to do
what it requires, and you should have had that filed the day
after that you filed it electronically. You filed it
el ectronically on Thursday. It should have been filed with the
Court on Friday and a copy delivered to ne on Friday so that |
could have reviewed it before the hearing this norning at
10: 00.

MR RINEHART: | understand, Your Honor. There's

only one sentence that's redact ed.

THE COURT: | nean, | can guess what that is, but --

MR. RINEHART: | can read into the record if you'd
like me --

THE COURT: Well, it wouldn't really be appropriate

toread it into a public record if I"'mtrying to deci de whet her
it should remain under seal. It relates to the exhibit that
I"'mallowing to be filed under seal; is that correct?

MR. RINEHART: To the, to the Canadi an settl| enment

agreenent, Your Honor.
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18

THE COURT: kay. So I'mgoing to grant -- I'Il go
ahead and grant the notion to seal, that is, docket No. 177,
and allow the -- | assune, | assune you will nake sure that an
unredacted version gets put into the public -- or gets filed
wth the Clerk's Ofice so it can have a docket entry --

MR RI NEHART: Yes.

THE COURT: -- so we can consider it, all right.

So that deals with the notion to reopen di scovery,
the notion to file the anended -- and just so you know, on the
motion to file the amended conplaint, | granted your notion to
file the amended conplaint but with the caveat that all of the
responses that the defendant did to your original conplaint
woul d be deened done to the amended conplaint, with the
under st andi ng - -

MR, RI NEHART: Yes, Your Honor.

THE COURT: -- of the little changes that you did
there and the sane affirmative defenses that they asserted in
the -- to the original conplaint are being asserted -- deened
asserted for the purposes of this argunent today, w thout the
need to file any new answer or responsive pleading to the
anended conpl ai nt.

Al right. So now we're to the main event, which are
the two notions for summary judgnment. Wat, what | intend to
do is go ahead and allow the plaintiff to argue first, allow

t he defendant to argue. You know, the issues are so
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19
interrelated, | don't think that it's going to make -- |I'm
going to give each side two chances to argue. [|'ll give the
plaintiff a chance to argue, defendant a chance to argue,
plaintiff a chance to argue, and the defendant a chance to
argue, okay?

So I'll go ahead and hear fromyou, M. R nehart.

MR. RI NEHART: Thank you, Your Honor. Your Honor, on
the plaintiff's notion for sunmary judgnent, the plaintiff is,
it is obvious fromthe record, is the ower of a registered
trademark on the principal register.

THE COURT: For certain goods and servi ces.

MR RINEHART: |It's a service mark, and it is in the,
on the expression "nyschool,” which is identical to the
di sputed donmain in this proceedi ng, of course.

Now, the notions touched a little bit on whether this
mark is descriptive or suggestive. The nmark denotes a school,
which is a tangible place, a building, an institution. |[If ny
client were in the business of selling schools or if they owned
a school, | would say that the mark woul d be nore descriptive,
but ny client is in the business of offering a service,
services that -- commentary for alumi of different schools, a
mar keti ng service which is relating to school s.

The U. S. Patent & Trademark O fice determ ned that
this mark was suggestive and thus inherently distinctive and --

THE COURT: Well, that's only suggestive as to the
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20
uses that it was, in its application, right?

MR. RINEHART: That's right.

THE COURT: Ckay. |It's not that the mark is
suggestive as to all uses, only those uses set out in the
application.

MR. RINEHART: That's, that's, that's accurate, Your
Honor. However, | would point out that opposing counsel has
argued that it's descriptive even with respect to those
services, and so we m ght nmake sone progress today if there was
sonme sort of understanding that it is suggestive with respect
to those services.

Now, the defendant is -- | mean, the plaintiff would
characterize them as a cybersquatter; they'd object to that
characteri zation; but they own, it's undisputed, over 50, 000
domain nanes. In the last 12 nonths, they've sold -- and | --
there is sone confidential material that, that --

THE COURT: Well, the only thing -- and just to get
you up to -- the only thing that is really confidential is the
explicit terms of the settlenent agreenent in Canada.

MR RI NEHART: Ckay.

THE COURT: | don't think there's any -- and,

M. Weslow, am|l wong? | think that's the only thing that
l"'m-- 1'"ve allowed, that they own 50,000 domai n nanes, that
t hey' ve sold 4 or 500 domain nanes in the |ast year

MR. R NEHART: Right.
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THE COURT: All of that information is now part of
the public record given the nature of this proceeding.

MR. RI NEHART: (Ckay. Thank you, Your Honor. The
anount of domain nanes they've sold over the last 12 nonths is
594. | Dbelieve that's what the exhibits show W went through
and tried to |l ook at how nany of those donain nanes are
tradenmarked. Keep in mnd, none of the domain nanes are
actual ly being used in conmerce. They're all just sitting
on these -- the defendant is sitting on these donmai h names
and --

THE COURT: Well, there are two different things:
sitting on themand using themto direct traffic sonewhere el se
is different. | nean, | don't understand why you woul d say
t hat them maki ng use of the domain nane that generates $700 a
nmonth incone for themisn't use in comrerce

MR RINEHART: Well, use in comerce would be use in
connection with an offering of a good or service, and they're
resol ving these donmai n nanes, each of them to a generic
| andi ng page. The | anding page is the sane at every domain
name. The only thing that differs fromone domain nane to the
other are the ads, the third-party ads that are shown on the
domai n nane.

And this is not use in commerce, the Trademark O fice
woul dn't consider it to be use in comrerce just to have a

generic |l andi ng page at the donmai n nane.
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And they generate, yes, cost-per-click or also called
pay-per-click revenue fromthe ads that are displayed on these
generic |landi ng pages. The ads that are displayed according to
the defendant in his deposition, they're, they' re chosen via an
algorithmthat he's hired a third party to use, so a third
party controls the placenent of these ads on the domain, but he
regi stered these domains with the intent to benefit fromthe
traffic in these expressions, with the intent to sell these
domai n nanes, keeping in mnd that 144 of the |ast 594 he sold
are trademarked to benefit fromthe sale of these to other
parties.

Now, the Fourth Circuit's held, even this Court's
held that it's hard to prove intent, but we have evidence here
that, | think, proves it. W have a history of cybersquatting
on the part of the defendant. There's sone dispute over
whet her he's | ost one UDRP case or three UDRP cases prior to
this, but | hope that the nmenorandum nade it clear that he's
| ost three, which are all three that were filed except the one
that preceded this case. He's been banned, the evidence shows,
fromother Web sites for commtting fraud to falsifying
i mpressi ons.

Now, this is just the evidence that we have, that
we've tried to attach to show intent.

THE COURT: Wat, what does this eight or nine years

ago, that he was sonehow or another, you know, banned fromthe

Annel i ese J. Thonson OCR- USDC/ EDVA (703)299- 8595




10
11
12
13
14
15
16
17
18
19
20
21
22
23
24

25

I nternet, your argunment, have to do with cybersquatting?

MR. RINEHART: Well, we're trying to show intent.
W're trying to show bad faith intent and establish --

THE COURT: So you don't think filing serial UDRP

proceedi ngs could show bad faith intent?

23

MR. RI NEHART: You nean on the part of the plaintiff?

THE COURT: Yeah.

MR RI NEHART: No, Your Honor.

THE COURT: Ckay.

MR RINEHART: The UDRP cases are entitled to no
deference, and there were two UDRP cases that preceded this
case. One was in 2010; one was in 2014. The first did not

i nvol ve the current registrant.

THE COURT: No, but it involved the sane donmi n nane.

MR. RINEHART: Well, it did involve the sane domain
nane, but the ruling in that case was agai nst the conpl ai nant
because the domai n had been regi stered before he accrued

trademark rights.

In the second case, the domain was registered clearly

after he accrued trademark rights, and so there was every
justification in the world for filing the second UDRP case.
The first did not involve the current part -- the current
def endant .

THE COURT: Right, | understand.

MR. RINEHART: And, and they claimto have had no
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know edge of it, so it wouldn't have provided a basis for
t hem - -

THE COURT: No, no. And there's difference between
registration and use, and we'll get into that, but I, | just
didn't see any significance to this information having to do
wth sone Web site or sone posting eight or nine years ago
having to do with the issues that | need to deal with on your
notion and their notion and --

MR. RINEHART: R ght. | understand, Your Honor, but
it may be attenuated, but it does show that at |east one other
party believes the registrant in this case is doing things to
try and inflate traffic, to try and generate increased
cost-per-click revenue fromdomains that they' re not entitled
to.

By falsifying inpressions, they're increasing the
revenue that they're generating fromcost-per-click ads, and so
it denonstrates a willingness on the part of the registrant or
the res defendant to break the law to increase revenue, and so
that would be the relevance, if any, Your Honor, and we believe
that this is really just a sinple cybersquatting matter. There
was a | ost UDRP case before this.

Al in nmy experience -- or | guess | shouldn't say
all, but nost in remcases before the Eastern District follow
| ost UDRP cases. The UDRP says you can file a |lawsuit before,

during, or after the case, and the courts have repeatedly rul ed
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that they're entitled to no deference or review de novo.

In the Court's de novo review, we hope that the Court
sees that there's a valid and subsisting trademark, the
di sputed domain is identical, the defendant has a history of
registering trademark donmains and selling them and that this
isreally a case that's nore sinple than it seens fromthe
menor anda of the, of the defendant.

The defendant has sent hundreds of discovery requests
in this case and done everything they can to try and find sone
def ense, sonething to hang their hat on in sonme sort of fishing
expedition. They claimthat the defendant's -- or the
plaintiff's use of the, of the mark was token at first. Well,
that's, that's not really a cogni zabl e defense to tradenark
use, that it wasn't as extensive as soneone else's use. It was
bei ng used.

They, they have tried to assert that there's an
irregularity on the specinmen statenent of use that were
submtted in connection with the trademark filing before the
U S Patent & Trademark O fice, and the --

THE COURT: Well, if -- and I, | think your client
admtted at his deposition, didn't he, that "nyschool" was not
part of the use in comerce; is that right?

MR RINEHART: He did. He did, Your Honor.

THE COURT: Ckay. Well, then what, what did you

present to the Trademark O fice that shows the use of the
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trademark MYSCHOCL in commerce as a specinen in 2008?

MR. RINEHART: 1In 2008, it was originally filed, the
trademark application, as a 1b intent to use application.

THE COURT: Al right. That was in 2007.

MR RINEHART: That was in 2007. In 2008, it was
converted to a la, and the specinen, the statenent of use that
was filed in 2008 was a screen shot of, of the plaintiff's Wb
site at MYSCHOOL411.COM It showed the Wb site, it showed the
mark on the Wb site.

THE COURT: Well, where did it show the mark on the
Web site other than what was then typed in or inserted that
wasn't really part of the use in commerce? That, that was ny
guesti on.

MR RINEHART: | believe, Your Honor, that -- let ne
see if | can find the specinen, but | believe it shows the nmark
in the top corner.

THE COURT: Well, that's, that's, that's what was
added, isn't it?

MR RINEHART: No. The text that was added --

THE COURT: Show ne the exhibit then, and then tel
me where it is.

MR. RI NEHART: Ckay.

THE COURT: This nay not really be in your notion,
but it could be in.

MR RI NEHART: Your Honor, | believe it's included as
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an exhibit to defendant's original notion for summary judgnent,
and | don't have the exhibit right here in front of me. | --

THE COURT: All right.

MR. RI NEHART: Perhaps | can --

THE COURT: | think it mght be -- I"'mclose to it,
if not there. Is it O? You ve got Exhibit Oto defendant's
menor andum i n support of its notion for summary judgnment, which
are two pages; is that right?

MR, RINEHART: | believe that is right, Your Honor.

THE COURT: Well, M. R nehart, you don't have the

pl eadi ngs with you?

MR. RINEHART: | do, Your Honor. | just don't have
all the exhibits. | hoped to bring themin electronically.
They were so volum nous, | -- but | can represent to the Court,

Your Honor, that the text MYSCHOCOL.COMis not the mark that's
shown in the specinmen. It's just -- it was added al nost as a
header to the top of the specinen

THE COURT: Right. And so the only thing that shows
up i s school, Bad |dea Magazi ne, nessage board, Springfield
Val l ey Hi gh School, about nessages. | nean, what | see doesn't
have "nyschool" as a part of any use in commerce in the -- if
you took out what was added, that is, the MYSCHOOL. COM which
your client has said was not part of what was actually being
used in commerce at the tinme --

MR RINEHART: That's accurate, Your Honor.
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THE COURT: |If you | ook at the remai nder of the

exhibit, I'"masking what in the remai nder of that exhibit shows
t he use of "nyschool" in conmerce.
MR. RINEHART: Well, it's shown in the MYSCHOOL411

URL, which is accurate.
THE COURT: So the footer that says

WAV MYSCHOOL411. COM nessage board, you're saying that's the use

of the MYSCHOOL nmark in conmmerce?

MR. RINEHART: Well, it does show the "nyschool "
expression, yes, in this -- in the specinen, and the parties
have agreed that that's accurate. |, | believe that the title

of the Wb site, "MYSCHOOL," is shown in the specinen, and if
it's not there in your docunentation, it was cut off. Perhaps
opposi ng counsel can help us understand that. It is shown at
the top of the Wb site

THE COURT: COkay. All right.

MR. RI NEHART: Anyway, these are the defenses, and
this, this is what's, the itens that have becone an issue in
this notion.

THE COURT: Well, one of the issues you have to show
is that you have a valid and subsisting trademark, right?

MR. RI NEHART: However, the, the opposing counsel
appears to be trying to advance sone sort of fraud
counterclaim which was dism ssed --

THE COURT: Well --
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MR. RINEHART: Both in the deposition and in this
notion, it appears that they're doing that.

THE COURT: Well, they're asserting it as an
affirmati ve defense that you don't have a valid trademark

MR. RINEHART: But in arguing over intent, in arguing
over what the specinen, whether the specinen that was submtted
has sonme sort of irregularity, they seemto really be advancing
a fraud counterclaim which is irrelevant to the, to --

THE COURT: Well, if you have not submtted
sufficient information to the Trademark O fice or have
submtted false information, if it's false, and have obtained a
trademar k based on either insufficient or false information,

t hen you shouldn't have a valid trademark, right? | nean --

MR. RINEHART: That -- | would say that that's right
but that the nmechanismfor attacking its validity would be a
counterclaim An affirmative defense is not, you know, a
vehi cl e before the Court upon which soneone can seek relief.

THE COURT: No, but it cannot be found -- if you're
asserting trademark infringenent, and let's just |ook at a

basic trademark infringenment case, if you are asserting

trademark infringenent, the other -- the defendant in that case
could say, "lI'mnot responsible for trademark infringenment
because you don't have a valid trademark." Sane w th copyright

infringenment, sane with patent infringenent.

You can bring defenses to what is a material el enent

Annel i ese J. Thonson OCR- USDC/ EDVA (703)299- 8595




10
11
12
13
14
15
16
17
18
19
20
21
22
23
24

25

30
of aclaim that is, in order to assert patent, copyright, or
trademark infringenment, you have to have a valid patent,
copyright, or a trademark.

MR, RINEHART: The defendant is asking for the
trademark to be cancel | ed.

THE COURT: Right, | understand that, and that may be
a stretch as far as the relief, but the issue that I'm asking,
| nmean, tal king about nowis in order to prevail on a
cybersquatting or cyberpiracy clai munder the ACPA, you have to
have a trademark, and, you know, | agree that the registration
gives you a presunption of validity. They have raised
information that calls that into question.

You still have the burden of proof, right? | nean,
you recogni ze that, that it's only -- you still have the burden
of proving the elenment that is required to show trademark
infringe- -- that you have a valid tradenark.

MR. RINEHART: That's right, Your Honor. And for
what it's worth, in a deposition, this question was expl ored by
the defendant. He was asked -- the plaintiff was asked about
t he specinen. He was asked about a statenent of use, and the
parties agreed that he did begin using this trademark on the
date that he filed the speci men, Decenber 8, but they've
asserted in their nmenoranda that it was token use, that it was
sonehow i nsi gni ficant --

THE COURT: Well --
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MR. RINEHART: -- because there weren't enough users.

And so the use is not disputed. It's just the extent
of it.

THE COURT: Well, it's the use as to all categories
is disputed, right? | nean, the alleged use that shows up on

the specinens that you have isn't necessarily consistent with
both classifications that you ve got in your mark, right?

MR RINEHART: Well, I, | think that all the services
in the mark are shown on the Wb site.

THE COURT: Advertising services are showing up in
t hat ?

MR. RINEHART: Well, they're shown on the Wb site.
They were shown on the Wb site at the tine.

He -- the trademark holder is required to submt only
one speci nen of use, not a separate specinen for each subcl ass,
only a specinen for each international class, and so that
specinmen required -- it's only required that it show one of
t hose subcl asses.

THE COURT: Okay. And at the tinme, there were, what,
15 or 20 people, nost of which were part of the devel opnent
t ean??

MR. RINEHART: There were at the tinme it began, the
day it went into use, but within a year, there were 2, 000.

THE COURT: Ckay. Al right. So we're -- anything

else on the validity of the trademark as it relates to the
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goods and services -- or the services that are set out in the
application?

MR RINEHART: No, Your Honor. That's, that's all I
have on that point right now Perhaps | can save any further
argunents for rebuttal, but | think the other side wll
stipulate that it was being used as |'ve descri bed.

THE COURT: All right. Well, what about the bad
faith intent to profit fromthe mark? You haven't nade any
argunment on that yet.

MR RINEHART: Well, intent is a, is a difficult
thing to establish. Wat we have tried to showis we tried to
show t hat the defendant has admtted famliarity not just with
the Uni form Domai n Nane Resol ution Policy, the UDRP, but also
the ACPA, the Anticybersquatting Consumer Protection Act. He
admtted as much in a couple different places in his
deposition. W've referred the Court to those adm ssi ons.

That -- defendant has admitted that all of the donain
nanes that he has regi stered, 50,000 or nore, may be
trademarked. | believe that there has not been any subm ssion
to the Court that the denonstrative exhibit we showed -- we
subm tted showi ng 144 of the | ast 594 domai ns that were
submtted were trademarked. They haven't denied that.

And so these things show that the defendant is
famliar with the cybersquatting | aws, that he understands he's

selling trademark domai ns, and denonstrate a bad faith intent
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to, to profit. The only argunent that the defendants have
advanced for safe harbor, for believing their registration was
valid, was the first Uniform Dormai n Name Resol ution --

THE COURT: No, no. Their main argunent is: W
didn't know that there was a trademark for "nyschool," and,
M. Rinehart, you said on no less than six tinmes in your
pl eadi ngs that you have filed here that there is evidence
showi ng that the registrant knew of the trademark at the tine
it was registered. | need you to explain to ne how you can
make those statenents six tinmes in pleadings that you have
filed with the Court.

MR. RI NEHART: (Ckay, Your Honor. This fits into the
i ssue of actual notice and constructive noti ce.

THE COURT: And you said actual notice, so --

MR. RINEHART: R ght. W believe that the defendant
had both actual and constructive notice and --

THE COURT: Well, what, what evidence do you have of
t hat ?

MR. RI NEHART: The evidence is the e-mail thread
that's included as Exhibit Kto the plaintiff's --

THE COURT: So let's just get the tine franme down.
The registration you now have acknow edged was in March of
2013, right?

MR, RI NEHART: Um hum yes, Your Honor. Between

March 13 and March 14 of 2013.
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THE COURT: And this e-mail that you are -- that you
say shows that they had know edge of the trademark in March of
2013 is dated Septenber 2014; is that right?

MR. RINEHART: It is. |It's Septenber 4, 2014.

THE COURT: All right. So how do -- how does an
e-mail -- and knowi ng how they claimthat e-mail cane into
exi stence -- how does the existence of an e-mail on
Sept enber 4, 2014, establish that they had know edge of
sonet hing 18 nonths earlier?

MR RINEHART: It's the content of the e-mail, Your
Honor. The defendant, Yonaton Bel ousov, is e-nmailing the prior
registrant in 2010 and di scussing the case in 2010 that
i nvol ved the trademark and denonstrating a famliarity with
that case. There is no introduction: "H, ny nane is Yonaton.
Do you renenber this case?"

It's, it's an obvious famliarity that exists between
the parties. Any reasonable person would read that e-mail and
know t hat they both knew about it.

THE COURT: Well, no. They knew each other --

MR RINEHART: Well, | --

THE COURT: -- and there was no --
MR RINEHART: | would --
THE COURT: | nean, it's clear that they knew each

before 2014.

MR Rl NEHART: It is, but | believe, Your Honor, that
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it's equally clear that they knew the case. They inmmedi ately
| aunched into a discussion of the case. He says, "l need the
docunments fromthat case."

He says, "kay. 1'll send themto you."

It's not -- there's not any question, any inquiring
about whet her he was the proper party to the case, and as the
conplaint was originally filed, we believe the registration
date was the date of the privacy (inaudible), which went on
after this e-mail. Now, | think this e-mail al one shows
know edge of the case in 2010.

THE COURT: Well, know edge of the case on Septenber
4, 2014. 1, | still don't understand how you say that shows
know edge of the first UDRP proceeding or the trademark, actua
know edge of the trademark any earlier than that e-mail.

MR, RINEHART: Well, it's a twofold inquiry. First,
if you understand or if you know that the UDRP case existed in
2010, you know the trademark exi sted because the trademark
underlied the UDRP case. So the question is did he know of the
UDRP case, and the e-nmail shows not that he acquired know edge
that day but that he acquired it before, and the earlier case
exi sted in 2010.

THE COURT: Well, but was it a day before? Ws it a
week before? Was it two hours before he sent that e-mail?
What, what other than pure speculation is it that he knew back

in March of 2013 of the first UDRP proceeding and of a
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regi stered trademark for nyschool ?

MR RINEHART: W would |ike to have nore evidence of
that. We'd like to get the e-mails fromhis attorney. That
was the, the purpose of the notion to reopen |imted fact
di scovery, but the only, the only --

THE COURT: No, | heard that notion at ten.

MR RINEHART: | under st and.

THE COURT: The reason | denied it, you can get the
transcript and read it again, but, you know, you had that
i nformation on June 1. You knew when they were saying they had
notice of it. You had that e-mail as of June 1. You deposed
hi m on August 14. You had a full opportunity to ask him
guestions. The only objection that was made at the tinme was
not to tell himabout advice, and that was a proper objection,
not to tal k about advice.

You had the opportunity -- he told you he got it from
his awer. You went on and asked ot her questions about
certain things, you know, what did you do after this and what
did you do after that. So there's absolutely no basis to
reopen discovery. You had full opportunity to find out
anyt hing you needed to find out about that e-mail and their
position as to when they first got notice, having been aware of
t hat since June 1.

MR RINEHART: | understand, Your Honor. To answer

the Court's question, the only evidence that we have of actua
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notice, which we think is evidence and does establish actual
notice, is the adm ssion of the defendant in his deposition
that he's famliar with these | aws, that he does tradenark
i nvestigations before he registers the domains, and this e-nmai
showi ng that prior to the second UDRP case --

THE COURT: \What is the deposition testinony that he
does trademark investigations?

MR. RINEHART: Well, | have the deposition here, and
if youd like me to, | can find those references while --

THE COURT: Fi ne.

MR. RINEHART: He, he, he -- there's a discussion in
t he deposition about whether he understands U. S. trademark | aw,
whet her he investigates the domains that he's registering to
see if they're trademarked, and he says that he does.

THE COURT: Wat was his testinony about the
i nvestigation as to whether "nyschool"” was tradenar ked?

MR. RI NEHART: He says that he saw myschool on the
domai n nane Sedo.comor "Sedo," it's an auction Wb site for
domai n nanes, and that he thought it was a good price and that
he registered it. He denies know edge that it was -- of
knowi ng that it was trademarked and of the earlier UDRP case,
despite earlier in the deposition testifying that he does do
t hese searches to see if they're trademarked, and so we believe
his testinmony is contradictory in a sense. W believe he's

trying to hide the fact that he had actual notice.
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THE COURT: kay. Well, let's go through the bad
faith issue again.

MR. RI NEHART: Ckay.

THE COURT: So we -- they registered the mark in
2013 --

MR. RINEHART: |'msorry, 2009 the mark was
regi stered.

THE COURT: Well, when -- |I'mtal king about when the,
regi stered the domai n nane.

MR, RI NEHART: The donmai n nane, yes.

THE COURT: He got the domain nane in 2013. The
statute tal ks about bad faith intent, but it tal ks about
registration and use, so | want to talk first about the
registration. You're saying there was bad faith intent because
based on a Septenber 4, 2014 e-mail, you believed he had notice
of the registration back in March of 2013; is that right?

MR. RINEHART: No, we're also saying that his
deposi tion establishes that he generally acquires this notice
and that the domains that he sold show that he, he traffics in
trademar k domai ns and that he knows this, his deposition knows
t his.

THE COURT: And sone of those nanmes are things |ike
thugs.org, billie.org, Gatsby, Gecko, snuggle, bonny,
asteroids. Those are all ones that you say show that he is a,

registering in trademarked domai n nanes?
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MR RINEHART: Sone of the domai n nanes have nore
descriptive uses than others.

THE COURT: 24hours. org?

MR RI NEHART: Well, these --

THE COURT: Predator.org, rans.org, ascot.org,
ei ffel.net, ozark.net, grunge.net, reinvent.net,

m chel angel 0. org.

MR. RINEHART: W have tried to point out the donains
that trademarks insisted on. However, there's also
fujisan.net. There's iweb.org, there's --

THE COURT: Well, iweb?

MR RINEHART: Well, it's trademarked, Your Honor.

THE COURT: Chal kboard, gotnet?

MR RINEHART: Sone of these are nore clear trademark
violations than others, Your Honor, but there are sonme on here
that could not be used for anything but to sell to the
regi stered trademark hol der: Selfiestick; Conmeaux;
wor |l dseries.net, this is trademarked by the, you know, the
Nat i onal Basebal | League; fountainebl eau, spelled the way that
it is trademarked in both U S. and Canada.

And so we submtted the domai ns that have tradenarks
on them recognizing that not all of these would be found to be
trademark infringenent if litigated over, but | think sonme of
t hem woul d, and that conbined with the adm ssion of the

def endant that he knows these domai n nanes are trademarked.
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The defendant may think that U S. cybersquatting | aw
isn't fair or that he doesn't have to abide by it in Canada,
but it isthe law, and it's neant to protect trademark hol ders.

THE COURT: Well, yes, that's true, but the statute
requires nmuch nore than | have a trademark and the donmai n nane
is identical or confusingly simlar to ny trademark.

MR RINEHART: It does.

THE COURT: And, you know, that, that's where the
extra protection cones in to people who are registering domain
nanmes, and if it was as sinple as | have a tradenmark and the
domain nane is the sane as ny trademark, | win and | get it,
you m ght have an argunent here, but the statute requires
substantially nore than that, and there are, as you well know,
many peopl e who use the sane trademark in different areas of
conmer ce.

MR RI NEHART: Yes, Your Honor, there are.

THE COURT: So Delta Faucets, Delta Airplanes, you
know, that, that domain nanme woul d be pinging back and forth
all the time if all you had to do is show | have a registered
trademark and it is the sane as ny tradenark.

MR RINEHART: And in that case, there are different
parties using the mark. In this case, there are not. There is
no use of the mark by the defendant and --

THE COURT: Well, this is not a mark that isn't in

use.
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MR RINEHART: Well, use in commerce.

THE COURT: This is not a parked donmain nane where it
is just being stored. It is generating inconme, and you're
saying -- and that goes to your intent to profit because they
are profiting fromthe use of the mark, and so they are using
t he mark.

MR. RI NEHART: Your Honor, all parked domain names
that are being passively held are generating revenue.

THE COURT: No. There are many domai n nanes that you
go to it and says "Wb site under construction"” or it doesn't
resolve to a Wb page at all. | can reserve a domain nane and
not do anything with it.

MR. RINEHART: But the term "parked"” inplies that
there is a Web site with cost-for-click ads, and so it's
parked, it's directing to sonme parking spot that has ads on it,
and that's what the defendant is doing in this case. He's not
maki ng use in conmerce the way Delta Faucets would be if the
DELTA generic mark or Delta Airlines would be.

And in a case where intent is difficult to prove, and
the Fourth Grcuit has said that, we've done as nuch as anybody
can to try and showit. W've shown these other domains. He's
admtted he knows they're tradenarked. W have e-mails at
| east showi ng sone sort of know edge of, of the earlier case,
and | think that that's enough to get over the, the intent

portion of the standard, and intent is typically supposed to be
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inferred fromthe subsequent actions of the, of the registrant
anyway, and | think if every ACPA case were | ost because you
couldn't show the intent of the registrant, they all would be
lost. So --

THE COURT: Well, talk about the use of the mark now

MR, RINEHART: Well, the --

THE COURT: If, if I find that there's not sufficient
evi dence to show that he was aware of the mark so he coul d not
have had a bad faith intent to profit fromthe mark that he
wasn't aware of when it was registered in March of 2013, he
clearly becane aware of it in Septenber of 2014.

MR RI NEHART: Now, Your Honor --

THE COURT: So that gets to the use.

MR. RINEHART: One final point: The, the Lanham Act
i nputes constructive notice to all domain name registrants, so
even if the Court were to rule that he did not have actua
notice, constructive notice would still be an issue.

THE COURT: Well --

MR RINEHART: It is a --

THE COURT: -- again, that goes to the sane issue of
| have a trademark; you have notice of it just because | have a
trademar k.

How does bad faith intent to profit then come into
play if you autonmatically have notice of it through

constructive notice by the registration of the mark?
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MR. RI NEHART: Ckay. Well, that noves on into the
next, the next point you wanted to get into, which is the bad
faith use, and there are a |ot of factors that can be
considered in bad faith use, and one is legitinate use by the
registrant in connection with the goods and services, and in
this case, the use by the registrant woul d never constitute use
in conmerce before the Trademark O fice.

There are just sinply ads to other parties being put
on the --

THE COURT: Well, is the requirenent in the bad faith
anal ysis the sane as the requirenent that you would have in
registering a trademark?

MR RI NEHART: Well| --

THE COURT: You said a couple of tinmes now that it
woul dn't be considered use in comerce by the Trademark O fice,
and | assume you nean for registering a mark.

MR RI NEHART: Um hum

THE COURT: But what, what do you have to say that
the use has to be the -- the sane standard would apply as to
use in comrerce for under the Cyberpiracy Prevention Act as for
trademark registration?

MR RINEHART: Well, | have the, the cases that |
cited in the plaintiff's notion for sumary judgnment brief, and
t hese factors are listed and --

THE COURT: Well, it says "bona fide offering of any
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goods or services." That's one of the factors.

MR RI NEHART: Yes.

THE COURT: Right? So if you go to the Wb site
MYSCHOOL. COM] there are goods and services being offered at
that Web site.

MR. RINEHART: | woul d di sagree, Your Honor. There
are links to other parties who are offering goods and servi ces.

THE COURT: Well, your client's Wb site is the sane
way. You've got to goto alink to get to goods and servi ces,
or at least on the specinen that |'ve seen.

MR. RI NEHART: Well, when you arrive at the Wb site,
you have the opportunity to post nmessages on the Wb site
itself to acquire information fromthe Wb site itself. The
defendant's Wb site differs in that it's no nore than just a
par ked page, a landing page for third parties to adverti se.
There aren't any actual goods or services on the Wb site, nor
is the mark used on the Wb site, | don't believe.

THE COURT: Ckay.

MR. RINEHART: |If sinply registering a domai n nane or
use, then that, that prong of the standard would be pretty
shal | ow

THE COURT: Let's go back. You say it isn't used on
the Wb site? | nean, it -- the banner is "MySCHOOL. COM "
right? Can you see that? |It's one of your exhibits, so

woul d --
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MR RINEHART: It is, Your Honor, but to constitute a
speci nen, it has to be shown in connection, close connection
wi th the goods or services.

The defendant, all of its pages, all 50,000 of them
automatically put the nanme of the domain nane at the top of the
par ked page, the | andi ng page, and put these sanme ads on the
page. To -- for the Court to rule that these ads were a bona
fide offering of goods or services would be to rule that the
def endant has 50, 000 trademarks for each of its |andi ng pages.

THE COURT: It's not a trade -- |'mnot asking
whet her the registrant of MYSCHOOL. COM has a trademark in
MYSCHOOL. COM My question goes to whether the use of the
domai n name MYSCHOOL. COM is a use of the domain nane in
connection with the bona fide offering of any goods or
servi ces.

MR. RI NEHART: Ckay.

THE COURT: That's what the ACPA requires, not that
it be use in comerce as set out in the trademark prosecution
requirenents.

MR RINEHART: | understand.

THE COURT: All right. So let's go back to the use
after Septenber 4, 2014. Help ne understand what your argunent
is as to why any use of the mark after that tinme could be
considered to be a bad faith intent to profit fromthe mark.

MR. RINEHART: Well, after Septenber of 2014, | would
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think it would be undisputed that the defendant did have
know edge of the mark because the second UDRP case had been
filed at that point inform ng himof the mark, and he continued
to use the domain nane in the sane way he had before, to, to
have these ads on the site.

THE COURT: And at that point in tine, he was al so
aware of the first UDRP proceeding, right?

MR RI NEHART: He was.

THE COURT: So why, why is that bad faith intent to
profit fromthe mark given the know edge that he had on or
around Septenber 4 of 20147?

MR RINEHART: Well, Your Honor, we believe that,
that the -- there were both express and inplied
m srepresentations made in the UDRP cases, and that's one of
the reasons we're asking the Court to review them de novo
and --

THE COURT: Well, I, | understand | don't -- |I'm not
here as an appellate court to nmake a deci si on whether the UDRP
proceedi ng was accurate or not, okay? And, you know, I,
under stand your position on that, that, you know, they are not
persuasive, they're not -- but the question I'mtrying to get
to is that being aware of the earlier UDRP proceedi ng and
contesting the allegations in the second UDRP proceedi ng, how
does that show bad faith and intent to profit fromthe mark

from Septenber 4 of 2014 goi ng forward?
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MR. RI NEHART: Well, the, the behavior was the sane,
and it, it was cost-per-click ads of third parties, he's
benefiting at 700 a nonth, and he's continuing to try and sel
the domain nane to anybody that he can, and so he's conti nui ng
totry and profit in the sane way as he was before.

THE COURT: Well, he's, he's had offers to -- he's
trying to sell -- let nme understand your argunent on that.

What is your basis for saying that he is trying to sell the
domai n nane as opposed to he has when asked responded to

i nqui ries about buying the domain nanme in anounts that clearly
shows no interest in selling the domain nane?

| nmean, | think at | east having -- ny understandi ng
of the record is that's what's happened, not that he has
actively been trying to sell the donai n nane.

MR. RINEHART: | believe, Your Honor, that that --
that the Court is -- needs a little nore information on that
issue. He was actively trying to sell the domain nane by
posting it on auction sites. Even through the comencenent of
this litigation, he had it posted on third-party Wb sites
where he was trying to sell it as quickly as possible. If the
Court renmenbers, there was a notion to freeze the domain with
the registry Verisign because he was doing just that, and
don't have in nmy head a list of all the places where he's
trying to sell it, but he has posted it on Sedo, and he has

posted it on LiveAuctions.com | don't believe that's disputed
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t hat he's done that.

THE COURT: Okay. Now, while you're up, | want you
to address your -- the issue as to the postings that have been
made part of the record either by your client or by your
client's cousin or -- | want to hear what your position is as
to who was actual |y maki ng those postings.

MR. RI NEHART: Your Honor, the, the postings in
guestion were made, | believe, on Septenber 2 of, of this year
after discovery closed, after the litigation had been going for
sone period of tinme. |If you look at the, the Wb site there,
there are 37 different posts, and different parties seemto be
ant agoni zing each other. This is not a -- these are not
records that | think any party woul d be happy know ng suddenly
were in front of a court of law, but they didn't expect that at
the tine.

We believe -- and, of course, we can't do discovery
on it because it happened after discovery -- that sonme of the
posts that were galvanizing ny client or his cousin were posted
by the defendant, including a post where he threatens to nmake
hi m bankrupt and on welfare. H's posting was in response to
t hat posti ng.

And so this is just an exanple of the parties
bi ckering, you know, without their counsel's know edge on the
Internet. And the -- ny client has made settlement offers,

i ncluding settlenent offers that would allow the defendant to
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keep the res. He does not want this litigation to becone
protracted, the way that it has.

And so this is just the parties' arguing and venting
on the Internet.

THE COURT: Well, clearly, that is conpletely
i nconsistent with what that posting was, and it does appear
t hat whoever nade that post had information that was of, not
avail able to the general public as to the status of the case
and what was going on in the case, so it either had to have
been your client or soneone directly related to your client who
made that posting, right?

MR RINEHART: Yes, Your Honor. | believe it was
actually typed by nmy client's cousin but with the know edge of
my client.

THE COURT: In trying to make this the nost expensive
l[itigation ever, | nmean, those are, are inconsistent with your
statenent that your client didn't want this case to turn into
what it has turned into, and he's going to appeal it, he's
going to do this, he has nothing to |lose, | nmean, those are,
are troubl esone statenents for a litigant to be saying.

MR RINEHART: What | would submt, Your Honor, is
that to the extent actions speak | ouder than words, his actions
have shown that he does not want the case to becone protracted
and expensive, and there have been settlenent offers to dismss

the case at a couple of different points because he doesn't
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want the case to becone so protractive and -- protracted and
expensi ve.

And if you |l ook at the record, it's actually the
def endants who have attenpted to protract it, to the point that
it is now through these discovery requests, through the
behavi or that is conplained of in the reply brief, and so
woul d ask the Court just to keep that in mnd in evaluating the
i ssue.

THE COURT: Ckay. Anything else that you want to
argue in your first go-round?

MR RINEHART: Not unl ess the Court has additional
guestions. 1'll save the rest for rebuttal.

THE COURT: Ckay. Thank you.

Al right, M. Wslow?

MR. WESLOW Thank you, Your Honor. Your Honor,
know that the Court is famliar with our papers, and | do not
want to bel abor the points, but | do want to highlight three
i ssues on the defendant's notion for summary judgnent.

First, the ACPA does require specific bad faith
intent to profit, which is not possible w thout know edge of
the trademark; second, the registration and use of the domain
nane here constitutes statutory fair use under the Lanham Act;
and third, the, excuse ne, registration of the domain name is
al so protected under the ACPA safe harbor.

It is well settled that the ACPA requires plaintiff
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to show that the defendant had a specific bad faith intent to
profit fromthe plaintiff's trademark. This is shown both by
the legislative history and the nunmerous court opinions cited
in our papers. The plaintiff has not provided a single ruling
in support of the allegation that bad faith intent to profit is
not required in an in remaction or that constructive know edge
of a trademark is sufficient for an ACPA action as opposed to a
trademark infringenent action.

The di scovery responses and docunents produced in
this matter all corroborate the sworn testinony that the owner
of the domain name had no prior know edge of the plaintiff or
his very limted use of the term"nmyschool"™ when acquiring the
domai n nane. There sinply is no contrary evidence. And
wi t hout know edge of the trademark, the owner of the domain
name could not have registered the donmain nanme with a bad faith
intent to profit fromthe plaintiff's trademark.

Plaintiff's counsel's comment that the evidence in
support of bad faith intent, he indicated there were two
things. The e-mail from M. Belousov to M. Booth, which Your
Honor correctly pointed out occurred after receipt of the UDRP
conpl ai nt, that could not show prior know edge of the tradenark
a year and a half prior.

The second itemthat plaintiff's counsel identified
as supporting evidence of bad faith intent was the deposition

transcript, and specifically he referred to M. Bel ousov's
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i nvestigation before purchasing the domai n nane.

The transcript actually shows that M. Bel ousov's
pre-purchase investigation included use of a proprietary
sof tware and manual review of nore than 100 vari abl es regarding
the desirability and generic nature of the domain nane. This
i nvestigati on showed over 3,000 domai n nanes cont ai ni ng
"nyschool ," which confirmed that no party owned excl usive
rights in that word conbination, and al so identified thousands
of Web sites containing "nyschool" to confirmthat no party
owned exclusive rights in the domai n nane.

M. Bel ousov al so assessed the domai n nane's
composition --

THE COURT: Well, | take it that this, you know,
hundr ed-factor anal ysis doesn't do a trademark search? |Is
t hat --

MR WESLOWN No. No, Your Honor, that's correct.

THE COURT: Ckay.

MR, WESLOW At that, at that point in tinme, the
software which M. Bel ousov had custombuilt for this purpose
did not al so query trademark databases.

THE COURT: So when there's -- the statenment that he
does investigations having to do with trademarks, what is
that --

MR VWESLOW  Your Honor, | think --

THE COURT: Wat is there in the record that
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indicates that he did trademark regi stration investigations?

MR WESLOWN  Your Honor, | think that's a
m scharacteri zati on of the deposition testinmony. | don't
bel i eve that M. Bel ousov said that he undertook trademark
investigations. He did use his proprietary software as well as
I nternet research, but at that point in tine, he was not in the
practice of searching trademark databases.

THE COURT: Ckay.

MR, VWESLOWN Neither of those two categories of, of
information that the plaintiff identified support the argunent
t hat the defendant -- the owner of the domamin nane had a
speci fic know edge of the trademark and bad faith intent to
profit fromthe trademark when registering the domain nane.
There sinply is no contrary evidence, and w thout know edge of
the trademark, the owner of the domain name could not have
regi stered the domain nane with bad faith intent to profit from
the plaintiff's tradenark.

Movi ng on to the second category | wanted to
hi ghlight, the registration and use of the domain nane
constitutes statutory fair use under the Lanham Act. Under the
statute, a junior user may use a registered trademark as | ong
as it is a use other than as a tradenmark.

Descri ptive and suggestive trademarks such as
MYSCHOOL are particularly susceptible to fair use given that

t he words have plain neanings and are not renoved fromthe
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English | anguage by virtue of one party obtaining a trademark
registration for a specific set of goods or services.

It's undi sputed that the owner of the domain nane
used the term"nyschool"” only in connection with the
descriptive neaning, and M. Belousov testified that, quote,
fromday 1, he nmade sure that all of the links on the site are
conpletely targeted to the descriptiveness of the nane.

THE COURT: \What about "classmates"?

MR, WESLOW  Your Honor, Google requires any Wb site
owner to include a search box that in essence runs a Google
search beneath the box. It says "search advertisenents.” 1In
this case, the only way the plaintiff was able to trigger these
specific advertisenments for "classmates” was to use that search
functionality and search for certain terns |ike "high school,"
for exanple, and other terns.

The plaintiff's use of that search did not include
searching "nyschool.” It included other terns that, that
plaintiff figured out would trigger these specific ads, such as
"cl assmates. "

THE COURT: Well, what, what are the ads that show up
when you just put in "MSCHOOL. COM ?

MR WESLOWN In the search box?

THE COURT: Yeah.

MR, WESLOWN They woul d be roughly identical to the

ads that are shown on the, the front page of the site because
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it's the sane Google search algorithm So Googl e pre-popul ates
the main page with input fromthe domain nanme owner, and if a
search for that same termwas put into the search box, it would
result in roughly the sane adverti senents.

THE COURT: Well, | understand, | nean, you, you say
that the Plaintiff's Exhibits Mand N, | guess, were the result
of going in and doing a search under "high school.” Is, is
there anything in the record that shows ne what it is when --
what the original |anding page is for "MYSCHOOL. COM' in the
record? Wiere is it? |Is there an exhibit that shows that?

MR, VWESLOWN  Your Honor, | don't believe we, we put
an exhibit into the record showi ng the, the site w thout the
search function that plaintiff, that plaintiff put into the
record.

THE COURT: Ckay. So | take it your fair use
argunment goes really to, well, it goes to both, but it's
focusing nore on the Septenber 4 going forward tine period
since at that point in tine, your client knew of the trademark
registration; is that right?

MR, WESLOW Yes, Your Honor. It's our position that
t he, any use of the domain nane following the initial purchase
in March of 2013 qualified as statutory fair use when the
def endant or owner of the domai n nane acquired know edge of the
trademark. The use after know edge of the trademark woul d al so

be a statutory fair use given that the use was consistent from
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the initial purchase of the domain nane. Al use was tied to
the descriptive neaning of the term Al the content of the
site was tied to the descriptive neaning of the term

The know edge of the trademark occurred at the tine
of the second, excuse nme, second UDRP proceeding. After
| earning of the -- after receiving a second UDRP proceedi ng,

t he domai n nanme owner |earned of the first and then
subsequently won that second proceeding as well. Those
proceedi ngs then validated his belief in the | awmful ness of his
owner shi p and use of the domain nanme. The use has been

consi stent from March of 2013 through to the present, excuse
me, and always tied to the descriptive nature of the nane.

The third point | wanted to highlight is that the
domai n nane -- the use of the domain nane registration and use
is also protected by the ACPA safe harbor. Under this
provi sion, bad faith shall not be found in any case in which
the Court determ nes that the person believed and had a
reasonabl e grounds to believe that the use of the donmain nane
was a fair use or otherw se | awful.

The ACPA safe harbor applies here for three reasons:
The first were the registrant's pre-purchase efforts to assess
the nature of the domain nane, which |I discussed a nonent ago;
the second is that the domain nanme's conposition is made up of
common nouns and the domai n nanme was purchased for that

descriptive neaning; finally, the two UDRP proceedi ngs i ssued
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by a total of six panelists confirmed the right of a third
party to use the MYSCHOCOL. COM donai n nanme notw t hst andi ng
plaintiff's trademark rights.

As | mentioned, these UDRP proceedi ngs confirmthe
reasonabl eness of the registrant's belief that use of the
domai n name was | awf ul

THE COURT: Well, why, why wouldn't that cone into
play in every ACPA case if this safe harbor applies to, you
know, you've |lost the UDRP, you now are appealing it, | don't
have bad faith because | want a UDRP proceeding? | don't
under stand t hat .

MR. WESLOW  Your Honor, |, | would say it would have
sonme bearing on the subsequent litigation, but it's not our
argunent that that alone is dispositive. That fact that the
UDRP deci sion was rendered in favor of the domain nane is one
conmponent and to -- confirmng the | awful ness of the use of the
domai n nane, but certainly I would agree that that al one would
not be sufficient to make a finding that the ACPA safe harbor
applied in any case where there was an unsuccessful UDRP
pr oceedi ng.

THE COURT: Well, what other evidence do you have
about the safe harbor other than the UDRP proceedi ng?

MR. WESLOW The safe harbor applies in any case that
t he person believed and had reasonabl e grounds to believe that

use of the donmain nane was a fair use or otherwi se | awful. I n
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support of that qualification for the safe harbor, | nentioned
t he pre-purchase investigation undertaken by the owner of the
domain name. This included use of his software that identified
over 3,000 third-party-owned domai n nanes, confirmng that no
one owned exclusive rights in the nane, thousands of other Wb
sites including "nyschool,"” as well as his intention to use the
domai n nane for its descriptive use and his maki ng good on that
intention and using the donmain name fromthe date of purchase
to the current tinme in association wth the descriptive use.

Your Honor, as for the argunent that the owner of the
domai n nane owns 50, 000 domai n nanes, as the Court correctly
poi nted out, ownership of domain nanes alone is not sufficient
to equal -- to render a finding that a donmain name owner is a
cybersquatter, and as for these 50,000 domai n nanes, the
plaintiff has not shown a single domain nanme that corresponds
to a coined tradenmark |ike Verizon and Porche. That's by
intention and through the deliberate business practices of the
domai n nane owner to nake sure that he's not purchasing coi ned
domai n nanes.

As for descriptive and suggestive tradenmark
regi strations, these trademark registrations do not renove the
words fromthe English | anguage or preclude statutory fair use
of the words or invocation of the ACPA safe harbor. The few
domai n nanes that counsel highlighted a few nonents ago are al

descriptive and suggestive trademarks that are clearly subject
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to statutory fair use as well as the safe harbor as well as if
this were a trademark infringenment case, there could be
noni nfringi ng uses such as the Delta-Delta exanpl e highlighted
by the Court.

Your Honor, finally, in relation to the referenced
attenpts to sell the domain nanme, | think the record is clear
that all of the quotations for prices to sell the domain nane
were in response to inbound inquiries that were received by the
domai n nanme owner

The all egation that the domain nane owner is
attenpting to sell the domain nanme through auction sites is
unsupported. | think that was raised at the deposition.
There's just no -- that's speculation. There's nothing to
support that. The --

THE COURT: Well, are they listed on auction sites,
and did he ask that they be listed on auction sites?

MR. WESLOW He did not ask that they be listed on
auction sites. He does have a contract with a broker to
respond to i nbound inquiries, such as the inquiries that were
recei ved over the course of the case by a friend of the
plaintiff.

THE COURT: \What about the factor, the person's prior
use, if any, of the domain nane in connection with the bona
fide offering of any goods or services?

MR, WESLOW  Your Honor, the -- as the Court pointed
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out, this is not a static Wb page wth an "under construction”
| abel. This is a functioning Web site. Users who type
in "MYSCHOOL. COM' can click on the links, being routed to
information that they may be looking for. This is a conponent
of the defendant's business and is a pretty significant
business that third parties engage in on the Internet today.

The fact that the content of the site has nothing to
do with the plaintiff's trademark or the plaintiff's service
shows that this is a legitimte use of the domain nane.

THE COURT: COkay. Any other argunents at this tinme?

MR, WESLOW No, Your Honor. |'d be happy to answer
any questions.

THE COURT: All right, thank you.

Ckay. M. R nehart?

MR. RI NEHART: Your Honor, just since the defendant's
counsel has been speaking, |'ve been going through the
deposition and trying to find exanples of the defendant,
Yonat on Bel ousov, discussing these search criteria that he
uses, and the deposition is extensive. It's over 300 pages,
bel i eve, but he does tal k about --

THE COURT: Well, the testinony itself was only about

150 pages.

MR. RINEHART: (Ckay. That's right.

THE COURT: Do | have -- there was only one
deposition. It was all done on August 14; is that correct?
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MR, RINEHART: That's right. |, | believe on page
66, 67, and 75 of the deposition, he does discuss trademarks,
and these are just the exanples |'ve been able to find just in
the last mnute or two, and his understanding that sone of the
domai ns may be tradenarked.

He says on page 75 that one of the criteria that he
uses is he | ooks at how many tinmes people are searching on
Googl e for that expression that's incorporated by the domain
nanme, and the nore often it's being searched for, the nore
val uable the domain is to him This suggests that he's
regi stering domain nanes that he knows people are | ooking for.

THE COURT: That's going to generate traffic. It

doesn't -- just because sonebody, | nmean, | go in and search
for, you know, UWVA football, | know that's a trademarked, you
know, I know WA is, football probably has sone kind of

trademark rights to it, but, you know, if a |lot of people are
doing that, that just means he's | ooking for a domain nane
that's going to drive traffic, right, not that it's got a
t rademar k

Just, just because sonething is popul ar doesn't nean
it's got a trademark to it.

MR RINEHART: But it does -- that conbined with his
adm ssion that he knows the domains are trademarked does
suggest that he's, that he's aware that sonme of the traffic is

bei ng driven because it's trademnarked.
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THE COURT: Ckay.

MR. RI NEHART: And presunably well-known tradenarks
woul d have higher traffic, and so he is trying to benefit in
that sense fromtraffic that nmay being intended for, for
t rademar ked domai n nanes.

Thi s broker agreenent that the defendant had, it did
say that the broker would try and sell the domain name on these
other Wb sites, so the defendant knew and took steps to
contract with a party toward a sale of domain name on ot her
third-party Wb sites.

THE COURT: Well, if, if you |ook at your Exhibit M
there is a footer that apparently shows up on sonme of these
indicating, "This domain may be for sale.” Is that what you're
t al ki ng about ?

MR RINEHART: Well, he -- the domain name itself
says the domain -- the Wb site at the domain MYSCHOOL. COM says
t he domain nane may be for sale, but there are other
third-party Wb sites where the domain is listed for sale, and
apparently, it's listed by this broker with whomthe defendant
contracted, but the fact is an agent of the defendant or the
defendant hinself is listing the domain for sale in all of
these third-party Wb sites and accepting offers from
i ndi vi dual s who see the domain nane for sale on these Wb
sites.

THE COURT: Al right. Well, where -- what exhibits
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do you have that support that representation that these
other -- that this domain name is being listed by auction
sites?

MR RINEHART: Well, I, | would have to refer the
Court back to the notion for the registry | ock, which has --

THE COURT: No, we're here on a notion for summary
judgnent. | nean, that doesn't incorporate each and every
pl eadi ng for each and every notion that's been filed. [|I'm
deciding this on the record that's in front of me on the notion
for summary | udgnent.

So what, what evidence do you have as to this donmain
nane being registered by the registrant or being --

MR RINEHART: Well, there, there was an adm ssion of
counsel just a nonent ago that the defendant is doing this.

The deposition, | believe, talks about it.

THE COURT: Al right. Well, let's --

MR. RINEHART: The, the only time Bel ousov admits in
t he deposition he makes nost of his noney off of the purchase
and sal e of these domains --

THE COURT: Right. | nean, he tal ks about that he
tried to |iquidated sone, he sells others, but, | nean, what he
does with all of themis different than what he's doing with
this one, so --

MR RINEHART: It wasn't an issue that was briefed in

sumrmary judgnent very well, but there is this broker agreenent.
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On page 95 of the deposition, Bel ousov, line 15, says that the
domain -- there is a link on the domain nanme sayi ng that they
m ght be for sale.

THE COURT: They click it.

MR, RINEHART: Yeah. He tal ks about the sales cycle
on 97.

He tal ks on page 101, | think this is inmportant, that
the domain is listed for sale on Afternic.com which is a
third-party Wb site. So there's at |east sonething in the
record saying he's listed it there.

THE COURT: Ckay.

MR RINEHART: Those are the references that |I'm
aware of in the record acconpanying this notion, Your Honor.

THE COURT: COkay. \What el se?

MR RINEHART: Are there issues that the Court woul d
i ke nmore clarification on?

THE COURT: | don't think so at this tine. Do you
need the opportunity to say anything el se that you want to say
either in support of your notion for summary judgnent or in
opposition to the defendant's noti ons?

MR. RINEHART: | don't have any further argunents to
advance at this tinme, Your Honor.

THE COURT: Thank you.

M. Wesl ow?

MR. WESLOW  Your Honor, we don't have anything
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further unless the Court has any questions.

THE COURT: No. Al right. 1'mgoing to take a
recess. |'ll reconvene at 12:30, and |I'l|l nake a decision on
the pending notions for summary judgnent at that tinme, okay?
Thank you, counsel.

MR. RI NEHART: Thank you, Your Honor.

(Recess from11:48 a.m, until 12:31 p.m)

THE COURT: Well, before the Court are the parties
cross-notions for summary judgnent in the matter. Having
reviewed the various pleadings that have been filed by all the
parties and by the argunent that's been presented here today,
we have defendant’'s notion for summary judgnent, which is
docket No. 122, and plaintiff's cross-notion for summary
judgnment, that is docket No. 142.

First of all, the Court's going to make a fi nding
that the Court does have subject matter jurisdiction over this
case. This is a federal question case, so 28 U.S.C. 1332, it's
a cl ai m brought under the Lanham Act.

Under 15 U.S.C. 1121, | also find that in rem
jurisdiction is proper under 15 U S. C 1125(d)(2), and that the
registrant resides in Canada and that the plaintiff in this
case woul d not have been able to obtain personal jurisdiction
over the registrant in a court in the United States.

| also find that venue is proper in this court as the

registry for this dot-comdomain nane is |located in the Eastern
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District of Virginia.

As to the substantive nerits of the various clains,
you know, the first issue is whether there is any material fact
that is in dispute. There has to be nore than just conclusory
al | egati ons, nere specul ation, or the existence of the
scintilla of evidence.

Havi ng reviewed the record and the argunents of
counsel, | don't find at this time that there are any nateri al
facts that are in dispute. | think this is -- case is ripe for
t he deci sion on sunmary judgnent here today.

Plaintiff's anended conpl ai nt does assert a claim
under the Anticybersquatting Consuner Protection Act, that is,
15 U.S.C. 1125(d). The first elenment of that statute is that a
person nust have a bad faith intent to profit fromthat mark,
and that mark referring to the plaintiff's mark, and that's one
of the main issues in this case is whether there has been a
sufficient showing as to the bad faith intent to profit from
t he mark.

In this case, first as to the registration of the
mar k, and the statute tal ks about both registration,
trafficking in, or using of a domain nane, but as to the donain
nane was registered in March of 2013, it seens to be
undi sputed. The Court finds that at the tine of the
registration, the plaintiff had failed to present sufficient

evidence it could support a finding of bad faith of intent to
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profit fromthe plaintiff's mark.

| nmean, the only evidence that the registrant knew of
the plaintiff's mark at the tinme of registration is a
Septenber 4, 2014 e-mail that references an earlier UDRP
proceeding. | think when you ook at that letter, it's just
mere specul ation, that there's no way to |l ook at that e-nail
that it really cannot support a finding of know edge nore than
18 nont hs before then, particularly in the fact of the
deposition testinony that was given explaining that e-mail and
how that e-nmail canme about, that trying to nake an argunent
t hat Septenber 4, 2014 e-nmail can support a finding of
know edge back in March of 2013 is, is insufficient.

So | find that there isn't sufficient evidence to
support a finding of bad faith at the tinme of the registration
of the mark

| also find that as of Septenber 4, 2014, going
forward, that there was no bad faith intent to profit fromthis
mar k. There has been use of the domain name, and obviously,
that's the issue that I'mdealing with nowis the use of the
domai n nane.

The statute itself sets out a nunber of nonexcl usive
factors that are to be considered in nmaking a determ nation as
to whether there is bad faith intent to profit fromthe mark.
| think the parties have agreed that certainly the first two

factors, that is, whether the registrant had any trademark
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rights or whether it is the | egal name of the registrant,
really are in the favor of the plaintiff in this case, that the
registrant didn't have any trademark rights in "nyschool."

| do find and | think the evidence is clear in this
case that the registrant has prior to the filing of this action
used the domain nanme in connection with a bona fide offering of
goods and services. | think, you know, it's clear that as,
starting in March of 2013 to the present, it has been using the
domai n nane for the bona fide offering of goods and servi ces,
al beit, you know, links and that, but it is using it in
conmerce, it's obtaining about $700 a nonth in revenue based on
its use of the domai n nanme.

You know, |, | think that really is comrercial use.
It's not noncormmercial fair use. | think when, when -- you
know, there hasn't been any real noncomercial use of the mark
that the mark has really been nore for conmercial purposes
given that, so, you know, that's not a factor that | think that
conmes into play in this case.

And | don't find that there's been a show ng of any
intent to divert consuners fromthe mark's -- fromthe mark
owner's online location. There hasn't been any evi dence of
i kel i hood of confusion as to the source sponsorship
affiliation or endorsenent of the site. There's been no
evidence as to what good will, if any, there really is in the

use of the mark MYSCHOOL based on the plaintiff's registration
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and use of the mark, and there's certainly no indication that
there's any tarni shnent or di sparagenent of the MYSCHOCL nark,
so | don't find that there's been any showi ng of intent on
behal f of the registrant here to divert traffic from what
ot herwi se woul d have been going to the plaintiff or that
there's been any confusion to the source sponsorship, as
indicated in factor 5.

Factor 6, you know, is unclear, to be honest with
you. The -- this is the offer to transfer, sell, or otherw se
assign the domain nanme to the mark owner or third party for
financial gain. They certainly have used the mark, and so |
think that this factor in itself really goes into play in those
where soneone regi sters what they deemto be a trademark and
then try to sell it to the trademark owner.

In this case, that's not that we have here. W have
someone who regi stered MYSCHOOL. COM not know ng about the
registration of the mark and not then trying to turn it around
and sell it without using it. You' ve got soneone who actually
has been using the mark, who's kept the mark, who may be
offering it for sale, and that's a little bit unclear as to
whether it's, you know, they're actually trying to sell it or
whether they're entertaining offers to buy it. It's not quite
clear, so |l don't find that is a, a strong factor in either
side's favor there.

There certainly -- and there's been sone argunent
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about m sl eading and false information. | don't find that the
use of a privacy service is in and of itself false or
m sleading information. | think that's pretty customary in the
industry now that a lot of registrants use privacy services,
and | don't think there's any evidence that shows that the use
of that in any way inpeded the mark owner's ability to pursue
any action.

In this case, when he filed the second UDRP
proceeding, it was clear that that infornmation was brought to
light and the registrant actually canme in and dealt with that
second UDRP proceeding, so | don't find that factor 7 supports
the plaintiff's claimin this case.

Clearly, the registrant here has acquired and
registered nmultiple domain nanes, | nean, thousands, we're
t al ki ng about maybe 50, 000 domai n nanes all total, but, you
know, a review of those donmain nanmes | don't think strongly --
certainly they're not out there -- he's not out there
regi stering fanous marks of others, and whether he's
registering marks that are distinctive at the tine of
registration, | think, could be arguable.

Certainly as, as the evidence has shown by the
exhibit, the summary exhibit that was presented by the
plaintiff, there are a nunber of domain nanmes that have been
regi stered that do have trademarks, but | don't find that as

conpelling as the plaintiff is arguing here given the nature of
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t he domai n nanes, and, and we went through sone of the issues
here today as to why that factor may not be as significant in
this case as it would be in sone others.

You know, it's clear that the plaintiff's mark here
is not a fanmobus mark. | don't think there's been any argunent
as to that, and I, | think it's sonmewhat of a close call as to
whether it really is distinctive, but if it is distinctive,
it's only distinctive as to the specific uses that are set out
in the registration, and so, you know, | don't find that there
is that, a significant strength of the mark argunment in factor
9.

Sone other factors that | do take into consideration
in making the determ nation of no bad faith in this case is,
you know, the -- and this is from Septenber 2014 goi ng
forward -- is that the registrant was aware at that tinme of an
earlier UDRP proceeding that upheld the registration of the
domai n nane by soneone other than the trademark owner, and
while | understand that decision dealt with the issue of prior
registration, it also dealt with sone other issues in there
that, you know, a fair reading of that decision could | ead one
to have a reasonable belief that they could continue to use it
and that the plaintiff -- and that the registrant in this case
did use the mark in its descriptive nature of the due terns and
continued to do so and is doing so at the present tine.

Sol find that at the tinme of the registration and
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going forward, the registrant did have a reasonable ground to
believe that it was fair use of using the mark or otherw se
that it was lawful, and that's also another factor taking into
consi deration that there was no bad faith intent here.

So having found there's no bad faith intent, I'm
going to grant the defendant's notion for summary judgnent.
|"mgoing to deny the plaintiff's notion for summary judgnent.

|"mnot going to delve into the issue of validity in
this case. | nean, | think that's not sonething that needs to
be decided given ny finding on the, on the bad faith el enents
here today as to whether the, there was a sufficient specinen
and whet her there was sufficient use at the tinme of, | guess,
in 2008, when it went froman intent to use to a use
application.

Bot h sides have asked for attorneys' fees in this
case. You know, |'ve got to say that that's a close call given
the recent postings by the plaintiff as to whether | should
make a determi nation of this being an exceptional case and
award attorneys' fees to the defendant, but, you know, |I'm
| ooking at the case as a whole, not just what happened since
Septenber, and | think when the case was originally brought,
you know, clearly, the plaintiff had a registered trademark,
the domain nane is, is a, not a knock-off of the trademark,
it's a conplete use of that trademark, and that the filing of

the case was appropriate, and while sone anendnents or whatever
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may have been done sooner rather than later in this case, |
don't find that the way this case has been |itigated, that
makes it an exceptional case.

Qobvi ously, the defendant will be entitled to the bil
of costs as would normally be for a prevailing party but -- so
my ruling is that I'mgranting the defendant's notion for
summary judgnment and denying the plaintiff's notion for summary
judgnent. We'll get an order entered within the next day or so
that will have a judgnent entered in favor of the defendant.

Ckay? Any questions about the ruling, counsel?

M. Barnes?

MR BARNES: No, not fromthe defendant, Your Honor.

THE COURT: M. Rinehart, any questions on the
ruling?

MR RI NEHART: No, Your Honor.

THE COURT: COkay. Thank you. Court will be
adj our ned.

(Which were all the proceedi ngs

had at this tine.)
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