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Overview and Purpose of This Paper

Why Trademarks and Domain Names May Conflict. Domain names are an integral part of an Internet world, as they form the basis for alphanumeric addresses or URL’s by which a user finds a particular website, such as <pli.edu>. Because of the strong likelihood that an Internet user will search for specific information by reference to a trademark or trade name, trademark owners assiduously guard against the use of their marks as domain names by third parties. For the same reason, individuals and businesses desiring to trade upon this characteristic of the Internet will often register domain names that are similar or identical to common law or registered trademarks. Some such uses are valid and perfectly legal, but many are not. This is the foundation for the disputes discussed here.

The Conflict. Typically the disputes we discuss here involve a factual determination of whether the uses of the domain are valid; but as noted below, there are often other facts that must be established and other issues resolved in order to prevail in such cases. This conflict between the parties inevitably results in litigation or arbitration between the mark owner and the domain name owner/user. The rules for commencement of such cases and the process of resolution of these disputes is the subject of this paper.

Court Proceedings Less Practical. While such domain name disputes can be taken into federal court under what is called the ACPA or Anticybersquatting Consumer Protection Act, such court litigation is expensive, time-consuming and often difficult to pursue because of jurisdictional and other technical issues.  We briefly discuss here the ACPA and the reasons one might wish to use it rather than the UDRP. While the UDRP, on the other hand, is the only significant alternative to court litigation, which was developed and commenced in 1999 by the Internet Corporation for Assigned Names and Numbers better known as “ICANN”). The UDRP process consists of a series of Policies and Rules that provide a summary, non-appealable process of dispute resolution by compulsory arbitration called the Uniform Domain-Name Dispute Resolution Policy or UDRP. The UDRP process still allows for court litigation, but is intended to replace it, because of its intended simplicity and lower cost. 

We will examine how this process is implemented; whether these goals have been attained; and what problems and opportunities may exist under the UDRP.  We will merely summarize and not, however, discuss many details of U.S. based court litigation over domain names since that is a whole subject in itself.
 In this paper we will analyze the pitfalls inherent in use of either type of proceedings and discuss strategies that appear to work or not ─ all from the perspective of one who has served as an arbitrator for two of the major dispute resolution providers and who has assisted in determination of probably 200 cases since 1999, as well as being the lead litigator in a few early cases as a practicing lawyer.

Assumptions. In this discussion, the author assumes that the reader has a reasonable familiarity with what a domain name is, how one is obtained and used, and what the purpose of the World Wide Web and the Internet is, and how the Domain Name Server (DNS) system works so that users can reach various websites and use the domain names as alphanumeric addresses on the Internet.

The ACPA Litigation Alternative

A trademark owner who meets the conditions of what is known as the ACPA, a 1999 amendment to the Lanham Act, does have a federal court remedy against cybersquatting which includes damages, injunctive relief, attorney fees, and other remedies that can result in transfer, cancellation or other alternatives.
 There is also a similar remedy that protects the un-trademarked names of individuals where the personal name is used in a domain name with the intent of selling it to third parties or the individual whose name has been used.
 We will not discuss this unique section here except in passing, but it can be very effective in cases of famous individuals who want to recover a domain name similar to their actual name. Such individuals have, generally, been less successful in UDRP cases, since the UDRP requires a showing of a trademark on the name.

Unique Reasons for Using the ACPA. When a judgment for actual or statutory damages may be recoverable and actually collectible there is a good reason to use the ACPA instead of the UDRP. In the case of a notorious cybersquatter, John Zuccarini, the court awarded the plaintiff statutory damages of $500,000 for each of five domain names, plus attorney fees of more than $30,000.
  

One other unique value of the ACPA is that unlike the UDRP proceedings discussed below, an ACPA case can be brought in rem if the infringer or miscreant cannot be located or served, so this may be a more viable alternative.
  Another significant reason the ACPA might be used is that if the facts are unclear and likely to be disputed, this method permits use of live witnesses and testimony and allows for discovery. This benefit is, of course, offset by the higher cost of court litigation and more significantly by the several year timeframe for decision that might be involved.  For this reason the number of UDRP cases vastly exceeds those resolved under the ACPA, and the UDRP forms the most effective bastion for a trademark owner in most situations.

One final reason the mark owner might decide to use the ACPA is if there is a strong likelihood that the defending domain name owner might refuse to follow the UDRP decision and initiate litigation in the courts, as he is permitted to do.
  In such cases, there is little point in spending the time and money obtaining a favourable UDRP decision, only to have to re-fight the same issues and facts in court under the ACPA or in a traditional trademark infringement or declaratory judgment action.

Elements of the ACPA Case. Briefly, to prevail in an ACPA case under 15 U.S.C. §1125(d)(1)(A), the trademark owner must establish that:

· (a) the trademark owner’s mark is distinctive or famous; 

· (b) the domain name owner acted in bad faith to profit from the mark; and 

· (c) the domain name and the trademark are either identical or confusingly similar (or dilutive for famous trademarks). 

Benefit of Witnesses. One of the two keys to success under this law is proving bad faith which may be established by proving one or more of the many factors listed in §1125(d)(1)(B).  The other key is proof that mark is famous or distinctive, which is called for by the Act. These factors are similar to those establishing bad faith under the UDRP but since the ACPA case is in court, live witnesses and discovery proceedings are available, which make it a better forum if the facts are disputed.  It can also mean it will take vastly longer,  be expensive to try, and takes time to obtain a decision. This Section makes clear, however, that the “Bad faith intent described under subparagraph (A) shall not be found in any case in which the court determines that the person believed and had reasonable grounds to believe that the use of the domain name was a fair use or otherwise lawful.”

Summarizing the Value of Using ACPA. Suffice it to say that the ACPA is an effective remedy in the right case, but is usually more costly and more time consuming than the otherwise mandatory summary proceeding provided for under the UDRP.  Moreover, it might not be available to non-U.S. residents or other persons not subject to the jurisdiction of the U.S. courts, depending on the facts.  For further articles on the ACPA, a quick Google search under the terms “ACPA cybersquatting articles,” instantly brought up some 29,700 entries discussing this subject.

How the UDRP Process Works

Since most readers already have considerable familiarity with the UDRP process, we will summarize here how it came into existence and how it works, before proceeding to a more detailed examination of the types of cases that come before the arbitration panels established by these Policies and Rules.

Adoption of the UDRP

Early on in the use of domain names, it became clear from some egregious practices (which have come to be called “cybersquatting”) that some more effective and rapid method of resolving the right to use trademarked domain names, outside the court system, was necessary.
 

Finally realizing that the international domain name system had quickly engendered a number of significant disputes between trademark owners and other parties who had registered domain names similar to or including trademarks of others, ICANN commissioned various studies and solicited public comment over a period of time in 1999.
  After considerable discussion and dissent, in October 1999 the ICANN Board adopted both a Policy statement and a set of Rules for implementation of its compulsory arbitration process.  It is these Policies and Rules that govern all such disputes. Each ICANN authorized Registrar of domain names is contractually obligated by ICANN to abide by this system and to require that each of its domain name owners (the Registrants) agree to be bound by this procedure and to jurisdiction of the appropriate panel and arbitration provider reaching a decision.  

Since there are close to 1,000 companies that have been accredited by ICANN to act as registrars for one or more top level domains, this is and was something that could only be dealt with on a global level, and could not be left to specific countries or specific domain levels. It was an attempt to create a world- wide system, which, incidentally, now is struggling to deal with that ideal of a super-national set of Policies and Rules where there are strong differences in public policies from country to country.
Responsibility of Registrars To Implement the System. As the ICANN website describes the working arrangement created by its 1999 UDRP system:

All registrars in the .biz, .com, .info, .name, .net, and .org top-level domains follow the Uniform Domain-Name Dispute-Resolution Policy (often referred to as the "UDRP"). Under the policy, most types of trademark-based domain-name disputes must be resolved by agreement, court action, or arbitration before a registrar will cancel, suspend, or transfer a domain name. Disputes alleged to arise from abusive registrations of domain names (for example, cybersquatting) may be addressed by expedited administrative proceedings that the holder of trademark rights initiates by filing a complaint with an approved dispute-resolution service provider.

To invoke the policy, a trademark owner should either (a) file a complaint in a court of proper jurisdiction against the domain-name holder (or where appropriate an in-rem action concerning the domain name) or (b) in cases of abusive registration submit a complaint to an approved dispute-resolution service provider.

As a result of these contractual agreements between ICANN and the registrars and between the registrars and domain name registrants, when you register a domain name with an ICANN accredited registrar, you sign a registration agreement and that agreement incorporates the entire ICANN UDRP dispute resolution policy.  This compulsory agreement creates the jurisdiction over trademark owners and domain name owners, and allows the selected Arbitration Providers to invoke the mechanism, the Policy and its Rules, and eventually allows the registrar to transfer or cancel the domain name registration if the domain name owner loses his case.  Since there is a 10 day delay in acting on panel decisions ordering transfers or cancellations, the parties then have time to go to court if they feel they have the basis to do so. This is the only method of “appeal” available under the UDRP.

The actual UDRP Policy can be found in both the original and the current form, as adopted by ICANN, at 

http://www.icann.org/udrp/udrp-policy-24oct99.htm and the Rules for its implementation are at http://www.icann.org/udrp/udrp-rules-24oct99.htm 

We will be discussing how they work and the problems that may arise under them in a moment, after some additional background.

ICANN Approved Arbitration Providers

As a key to this process and from the outset, ICANN has had a group of organizations that were designated as the exclusive providers of arbitration services for the purposes of the UDRP.  Initially there were a number of them, but over time the two primary providers have been the World Intellectual Property Organization (WIPO) and the National Arbitration Forum (NAF or “The Forum,” which they prefer as a short name). These two have decided by far the most cases, while several other initial providers have dropped out for various reasons. Recent statistics indicate that WIPO has decided over 13,500 cases and NAF more than 8000 cases.
  

Experience and Differences in Providers. In the author’s experience, both as a panel member and as a practicing lawyer presenting cases to UDRP panels, I have seen, especially in recent years, little bias or difference in outcome as between these two Providers.  Substantially all the WIPO panellists are IP lawyers or at least work in this area; originally some of the NAF panel members had less IP or trademark experience because they were trial judges, but today I find them all very sophisticated in the subject matter, and enjoy working with them. U.S. lawyers will generally find NAF panels more U.S. law oriented, while WIPO lawyers will inevitably be from a number of countries, although in English language cases they will all be English speaking.

As of July 1, 2008 there are four remaining providers, as indicated on the ICANN website at http://www.icann.org/dndr/udrp/approved-providers.htm:

· Asian Domain Name Dispute Resolution Centre [ADNDRC] (approved effective 28 February 2002). It has three offices in Beijing, Hong Kong and Seoul 
· The National Arbitration Forum [NAF] (approved effective 23 December 1999). 

· World Intellectual Property Organization [WIPO] (approved effective 1 December 1999). 

· The Czech Arbitration Court (CAC) has been approved in January 2008 as a UDRP provider which plans to start accepting Complaints before the end of 2008. More information about the CAC and its operation can be found on www.adr.eu. 

Since our audience is largely English language based lawyers, and since the experience of the other two providers is limited, no further discussion is included here on their operations. Note, however, that WIPO commonly has cases in European languages such a German or Spanish, as well as English. In such case, the pool of panellists is more limited by necessary language skills. Proceedings are required to be in the language of the domain registrar’s Registration Agreement forms, so in theory the number of languages of panel decisions is unlimited.

The Actual Mandatory Arbitration Process

When a trademark owner feels aggrieved and seeks relief, he must select an arbitration provider from the ICANN approved list, and then must file a Complaint
 against the domain name owner, the Respondent, and serve it appropriately. The Respondent then must defend its position by filing a Response in the arbitration proceeding [often called an “administrative proceeding” in the Rules and Policy] commenced by the Complainant, in the manner the Policy provides:

Applicable Disputes. You [Respondent] are required to submit to a mandatory administrative proceeding in the event that a third party (a "Complainant") asserts to the applicable Provider, in compliance with the Rules of Procedure, that

(i) your domain name is identical or confusingly similar to a trademark or service mark in which the complainant has rights; and

(ii) you have no rights or legitimate interests in respect of the domain name; and

(iii) your domain name has been registered and is being used in bad faith.

In the administrative proceeding, the Complainant must prove that each of these three elements are present.

Interestingly, statistically in 60% to 70% of cases brought the Respondent does not bother to defend the Complaint, which often means the Complainant will prevail, although not always.

Selection of Arbitration Panel Members. Once the Complaint is filed with the provider (which provider the Complainant has the right to select from the ICANN list), that arbitration provider must provide the Complainant with a list of panelists, for either a single panelist from its list of arbitrators, or upon request of either party it must provide a means for selecting a panel of three independent arbitrators from choices indicated and ranked by each party.  

The procedure for three member panels is set out in Rule 6(e) found at http://www.icann.org/udrp/udrp-rules-24oct99.htm. That Rule requires the provider to endeavour to appoint one panellist from each list received from the Complainant and the Respondent of proposed appointees.  The exact method of obtaining a three member panel may differ with each provider. Note that statistically less than 8% of the cases involve three person panels, perhaps because the filing fees are higher or because not everyone agrees that they are a better choice tactically.

After the panel is appointed, the Provider manages the case through the case managers employed by the provider who deal with all communications between the panel and the parties and other procedural details.

Importance of Three Person Panels.  There are many different views about the advisability of demanding a three person panel -- most of which turn on the degree to which either the facts or the legal effect of the facts are in serious dispute.  Many lawyers, including this author, feel that the parties are more likely to obtain a well thought-thorough decision when using three panelists because if there is disagreement that aspect of the case will have to be taken into thoughtful consideration by all.  This is evidenced by the fact that dissenting opinions are often expressed in such decisions. My own experience has also shown that the views of other panel members in such cases are occasionally changed because of the arguments over such issues by the various members.

For the foregoing reasons, it may be important to have a list of possible panelists available, and if possible the kind of record they may have of transfers, cancellations and refusals to transfer.  In some cases, the nationality of the proposed panel member may be important.  For example, if there is an argument over the existence of common law rights or the distinctive nature of a mark, it may critical that the member come from a common law country as opposed to one from a civil law country. The panelist lists of WIPO and NAF are found at http://www.wipo.int/amc/en/domains/panel.html and http://domains.adrforum.com/panel.aspx .  Some indication of the views of particular panel candidates can, of course, be gleaned from using commercial legal search engines like LEXIS and Westlaw, and the search facilities on the NAF and WIPO domain name dispute databases.

Right to Use Other Provider’s Panel Lists. Herein, however, lays another fact often unknown to participants in this process – when a party specifies that it desires a three arbitrator panel, and only in such case, that party must provide a list of proposed arbitrators, who may be from the panelist lists of any ICANN authorized panelists of any provider.  Normally, the list of proposed panelists comes from the Provider and not the parties. The significance is that (to use the author as an example) although the author is not a listed panelist for WIPO, he is an NAF panelist and may therefore be appointed to serve in WIPO proceedings.  As a result I am often selected to work on WIPO cases, although WIPO would never initially propose me on their list of available panelists because I am not on it. This situation has the effect of widening the available pool of competent and independent panelists available to participants in three person UDRP panels, which is particularly important in complex and factually disputed cases.

Pleadings. Once the Panel is established and the members certify their independence and accept the position, the pleadings are exchanged through the provider, based on very explicit rules similar but in no way identical to court proceedings.  The reader should carefully review, each time a case is handled, the specific Rules of the UDRP and the service and pleading requirements of the specific provider service since they differ significantly in some cases.
  Failure to comply with these sets of very specific rules can delay disposition of the case and even result in dismissal.

Presentation of Evidence by Declarations. The goal of UDRP proceedings is a rapid and fair, summary disposition of the case, which requires that all the evidence be set forth in the pleadings and exhibits and that the Panel decide the case based only on those pleadings -- something which this author finds is often lost on lawyer participants.  There is almost no way to take oral testimony where there is an important factual dispute, so the manner in which evidence is presented in writing is often dispositive of the case. 

Note also that there is no discovery permitted in UDRP cases, so if a fact cannot be proven from known facts and a witness controlled by a party, it is unavailable to the Panel.  This is why some cases are simply dismissed by the Panel on the basis that it is too complex for a summary proceeding. The disputed evidence is often in the areas of either the existence (or lack thereof) of a common law mark, or of an alleged “abusive registration,” an evidentiary burden the Complainant must carry, so be especially careful not to present such evidence as merely an allegation by counsel preparing the pleadings, but use a declaration of a percipient witness to prove the facts.

For this reason, lawyers presenting these cases must be certain that if particular facts are key to winning, such evidence should be submitted in the form of declarations by key parties and not merely recited as allegations by the lawyer in her pleadings. 

More than once, the author has participated in decisions where, even after the Panel requested supplemental evidence by submissions from the parties,
 the case was lost because a party failed to recognize this major difference from court cases.
  In a court case, a party can usually find a way to bring in another witness and use him on rebuttal or as part of disqualification or discrediting of the witness on the other side, but this normally cannot be done in a UDRP case by a party, except through declarations.

Statistics on UDRP Results. According to recent figures, since 1999 Complainants have won approximately 83 % of the cases filed which went to decision, leading to the transfer of the domain name from the Respondent to the Complainant, while in only about 1% of cases has the registration of the domain name been cancelled instead.
 In 16 % of cases, the Respondent has won and been allowed to keep the domain. 

Somewhere less than 8% of all filed UDRP cases are resolved and withdrawn and presumably settled, without the Panel ever rendering a decision. This latter situation seems to be occurring less in recent years, probably reflecting the complexity of newer cases.  At first, most cases were simple ones of a trademark owner suing to recover a domain that was its trademark being held hostage by someone, or by a competitor.  As noted in a later section of this paper, today most cases are much more sophisticated disputes if they actually go to decision.

Burden of Rebuttal Proof on Respondent. The Policy and Rules clearly state that once the Complainant has alleged and made a prima facie case (1) that the domain is identical or confusingly similar to a trademark or service mark in which the Complainant has rights; (2) alleged facts showing that the Respondent has no rights or legitimate interests in respect of the domain name; and (3) that the domain name was both registered and is being used in bad faith, then the Respondent has the burden of proof from that point. These can be difficult burdens, given some presumptions in UDRP cases and policies as they have developed.

Many times the key issue is the need to show bad faith (abusive registration), since UDRP Policy 4.b. says if any of these facts are established, it is evidence of bad faith by Respondent (referred to as “you”):

(i) circumstances indicating that you have registered or you have acquired the domain name primarily for the purpose of selling, renting, or otherwise transferring the domain name registration to the complainant who is the owner of the trademark or service mark or to a competitor of that complainant, for valuable consideration in excess of your documented out-of-pocket costs directly related to the domain name; or

(ii) you have registered the domain name in order to prevent the owner of the trademark or service mark from reflecting the mark in a corresponding domain name, provided that you have engaged in a pattern of such conduct; or

(iii) you have registered the domain name primarily for the purpose of disrupting the business of a competitor; or

(iv) by using the domain name, you have intentionally attempted to attract, for commercial gain, Internet users to your web site or other on-line location, by creating a likelihood of confusion with the complainant's mark as to the source, sponsorship, affiliation, or endorsement of your web site or location or of a product or service on your web site or location.

The Respondent can carry its defense burden on the issue of bad faith if it proves that:

(i) before any notice to you of the dispute, your use of, or demonstrable preparations to use, the domain name or a name corresponding to the domain name was in connection with a bona fide offering of goods or services; or

(ii) you (as an individual, business, or other organization) have been commonly known by the domain name, even if you have acquired no trademark or service mark rights; or

(iii) you are making a legitimate noncommercial or fair use of the domain name, without intent for commercial gain to misleadingly divert consumers or to tarnish the trademark or service mark at issue.

In other cases, instead of arguments centered on bad faith, the dispute will hinge upon whether the Complainant has a valid trademark, registered or common law, and whether even if it does, the mark is generic or so descriptive as to be not in conflict or protected by the UDRP. These cases can become very factually oriented, and these are also the ones where the parties should hope the Panel members are from common law countries or at least fully understand the concept of common law marks. 

Or in other cases the issue is simply whether there is any real conflict because the uses are in a totally different field of use, such that similar trademarks could co-exist and be registered in different Classes.  But trademark dilution type arguments are not a very effective allegation in such cases. And finally, there is often an argument that because of use in different countries there is or is not an obligation to search and know of conflicting national marks in other countries.  This latter issue is a difficult one and is one place where the concept, that the Internet world of the UDRP is totally international and global, openly conflicts with the idea of national registration of marks.  These cases go all over the map, literally. 

How UDRP Panels Actually Function: 


– Tips on Impressing a Panel with Your Case

Commencing the Proceedings. Whether it is a single or three member Panel, the case commences by each prospective member verifying that he has no conflicts and accepting to serve on the Panel.  The members are then appointed and the parties advised of the composition of the Panel, including who the Chairperson will be.  All communications between the parties and the Panel must take place through the Case Administrator of the Arbitration Provider, who sends the initial case documents directly to the Panelists for review, discussion and decision.  Copies of the pleadings are always sent in both electronic and paper versions, the latter by courier services. The Panels are under strict time deadlines and most try very hard to be timely, although extensions of time are routinely granted to the panels.

Communications. Thereafter, the Presiding panelist is always the one making requests of the Provider for supplemental information, extensions of time and other administrative requests on behalf of the panel.  If there are three panelists, they normally communicate between themselves by multiple emails, although on occasion by conference calls.  Due to the international nature of the panel memberships, there are often significant time differences which make email the only practical means of communication between the panelists and the Provider and between the panelists. The author has been on panels with one member in Australia, another in Europe and the author in the U.S., an almost impossible time bracket for phone calls.

Follow the Rules. The pleadings are specified in the UDRP and the Rules and the Supplemental Rules of the Provider, as are all the technical details about format, service and other procedural matters, which must be followed.  It is not uncommon for the Provider to reject initial pleadings because of improper format or other defects which must be remedied promptly or the case will be dismissed administratively. It is the job of the Provider’s case administrator to see that technical rules are followed to the letter. 

The most common errors relate to improper service or specification of improper parties as Respondents – such as naming an individual when the registrant of the domain name is an entity, or vice versa. Less often Responses are rejected by the Provider for other inadequacies, requiring amendment and resubmission.  

Unlike court cases, there are essentially no provisions for motions or special proceedings, and the Panel has no authority to issue injunctions or to dismiss the case on summary grounds.  Cases are sometimes dismissed without action, but normally only after consider of the case in full by the Panel or upon request of the parties.

Benefits of Discussion in Three Member Panels. In the experience of the author, having served on over 200 UDRP cases, the significant benefit of the three member panel is that there is likely to be a healthy interplay and discussion of any disputed facts, legal conclusions and the ultimate outcome of the case.  Lawyers selecting panelists seem not to recognize how important this factor is in these cases, since, because there is no oral argument and no live witnesses,
 all the nuances of the case only come out during this discussion by the Panel. In a single panelist case, the outcome is often determined on first reading of the pleadings, without much further thought, since there is no opposing view expressed on what has been said in the papers.  

Again, note that the panelists have no way to evaluate a witness in person, or to gain the benefit of cross examination, as would be the case in court in an ACPA proceeding. This is also why it is critical for disputed facts to be established by declarations of a percipient witness, rather than just being recited as a fact by counsel for a party.  Often cases are lost on just this single factor – lack of conclusive evidence other than in pleading allegations which come from the attorneys and not the necessary witnesses or physical exhibits.

Supplemental Briefs. In some instances, a panel member will point out deficiencies in the facts or arguments, leading to requests for supplemental briefs, or in other cases a total change in position by a panelist after such discussions.
 In other cases a party or parties may sua sponte file a supplemental brief in order to shore up disputed facts or legal positions. The Panel is not obligated to accept supplemental brief or declarations, so it is critical to get the facts and law correct in the initial pleadings.  As a practical matter in all but a few very open and shut cases, the Panel will accept, for whatever value they may have, almost any supplemental brief, but be careful since unnecessarily argumentative supplemental briefs often hurt the case and some are summarily disregarded.

Exhibits.  While in many cases the parties can accomplish what they want on a point of evidence by judicious reference to URL’s of relevant websites, do not hesitate to attach relevant physical exhibits to pleadings. Be sure, however, to tie them to the included declarations and not merely to the lawyer’s allegations in correspondence or the briefs.  Lawyers may assume, at this point, that the panel members are fairly Internet conversant, something that was not the case in the early days of the UDRP.  You can expect some panel members will check out statements made in the briefs by going to the Internet and looking at the web pages and websites in question, since the case law permits such panelist research. So do not exaggerate or claim things the web references will not substantiate.  This is especially so if the lawyer makes statements about what public records show, or do not show, as to the facts, since the Panel can easily verify what those records actually say.  Half accurate statements are worse than none. As with any judge or other panelist, attempts at misleading the trier of fact with false assumptions or inaccurate statements in the briefs and exhibits can be fatal to your case.  Annoyed panel members can be arbitrary at times, and in some cases with reason.

Time on the Case versus Amounts of Pages in Exhibits. If you have voluminous and duplicative sets of pages, like copies of websites, take pity on the Panel and the trees of the World and include only a few more important ones and then state, with reference to a URL where other similar exhibits can be found.  Lawyers often ignore this and burden the Panel with hundreds or thousands of pages of exhibits, on the theory that more is better – it is not, when a panelist is busy and wants only to give the matter fair consideration and then get on to the decision.  Bear in mind that most panelists’ compensation for many hours of work on one of these cases is usually between $500 and $750. No matter how long it takes to review and decide the case and to write the decision, the compensation is the same to the panel members.

Effect of Discussions by Panelists. Obviously, if the facts are undisputed, there is less discussion of facts and the law, but even then the discussion of the legal effect of the facts may sway some panel member’s position. The author has seen decisions that ended up being decided in a diametrically opposite way than the initial position of a majority; while in other cases the extended discussion is to naught so there may be a heated Dissent filed in the case.  See, for example, Aspis Liv Försäkrings AB v. Neon Network, LLC, Case No. D2008-0387 
 a decision the author recently participated in, illustrating the significant difference in views of two European panel members and one from the United States on the issue of free speech and the use of domain names for criticism or parody.  This is a great example of why the careful selection of panelists for a three member case is critical to the outcome. In the ASPIS case, I suspect the outcome would have been different with all U.S. panel members.  (This may be the reason that the Providers try to ensure that international cases have panel members from various countries.)

Complexity of Recent Cases.   Looking back on the UDRP cases, including those the author has worked on, most of the early cases between 2000 and 2005 seem (except where there was an early undefined legal issue) to have been more cut and dried, while now the majority of the three member panels the author has worked on face far more complex and disputed factual and legal issues.  This is probably because the Internet community now has more established law on many of the combined factual and legal issues, so that the three member panels get more cases where the law is still in transition or where the facts are in serious dispute.  I suspect also that many of the simpler cases are now settled shortly after filing or uncontested because the parties can see the handwriting on the wall.
  

It is certainly clear that the UDRP has been used vastly more often by U.S. trademark owners than access to the U.S. courts under the Anticybersquatting Consumer Protection Act (ACPA) which has similar and in some cases easier standards for the trademark owner to meet.

Complex and Disputed Factual Issue Cases.  It is still surprising to the author how many recent cases brought under the UDRP involve convoluted and highly disputed facts and their application to the law, when this type of case would better be decided by a court trial.  Bear in mind that the UDRP numerous times refers to the fact that these procedures are intended only for cases involving “abusive registrations of domain names,”
 yet many recent cases seem to ignore this fact and relate to collateral issues beyond the intended scope of the UDRP. Increasingly, this issue of the case dispute being beyond the intended scope of the UDRP is the subject of much debate on the Panel which sometimes results in the case being dismissed without a decision on the merits, because it is impossible to resolve the factual issues without a court trial.

The difficulty of expecting to obtain a rational decision in a strictly summary proceeding, based only on pleadings and written exhibits, is that it ignores the reality that without actual witnesses and the opportunity for the trier of fact to see and hear the witnesses, and for cross examination, there is no way to evaluate the disputed statements. There is also no effective means of the trier to ask questions of counsel and the witnesses where things are not clear from the documents and pleadings.

When Court Litigation is Advisable. It is the author’s strong opinion that if the domain in dispute and the trademarks in question have significant value, counsel may be much better advised to take the case to the courts under the ACPA or the general provisions of the trademark laws, rather than taking a crap shoot of relying on justice in a UDRP proceeding. This is not to indicate that the panelists don’t try hard in such cases, but often it is nearly impossible to learn what the real facts are, so the case ends up being decided on a split decision
 or on assumptions that could well be wrong and adverse to a party.  Bear in mind also that court cases can be brought before or even after the UDRP proceeding is pending, although if brought during the proceedings the case is usually suspended until the outcome of the court case, in the discretion of the Panel.

Drafting the Final Decision.  As with appellate courts, multi-member panels usually assign someone to draft the initial decision. However, in UDRP cases the Provider rules are such that the Presiding panel member receives marginally more compensation than the other members, so quite often the Presiding member drafts it, unless he is in the minority.  The draft is then passed around electronically, edited and if differences in views exist, they are often worked out by slight changes in language that allows all three to agree on the issue. If the differences cannot be worked out, the majority will take over the draft, complete it, and the odd man out will draft a dissenting opinion for inclusion with the decision.  Where there are dissents, the Rules require that they be included in the decision and search engines usually indicate existence of a dissent.

When the decision is complete and agreed upon, it is forwarded to the Provider whose administrative people perform a cursory edit for format and typos, and the decision is then circulated to the parties and eventually posted on the Provider’ website.  It will also eventually be available on the ICANN site and on commercial legal search engines and often on free Internet sites that specialize in domain name matters. The decision becomes final in ten days, after which the Provider is obligated to carry out the transfer, cancellation or no action decision of the Panel.  This occurs automatically through changes in the DNS records of the Internet, and the new owner will show up in the WHOIS records.

Time to Decision. Ordinarily from the time of first filing to decision, it takes a little over two months, which is vastly different than the time to judgment in court cases.  This certainly meets the original objectives of ICANN and the other interested parties of having a summary proceeding to resolve such “abusive registration” cases.  Rarely, there can be delays but almost every case is concluded in three months.

Summary on the Success of the Process.  Overall, the author and most other commentators believe it can be said that the UDRP process works fairly well and it is evidence that arbitration can, under clear rules and policies, work well and save the litigants time and legal fees that would otherwise have been spent in court litigation.  

Remaining and New Issues Coming Up. The many significant remaining problems preventing clear and consistent results and decisions, perhaps not unexpectedly, is because of the super-national aspect of these cases. Perhaps an even more significant reason is that cybersquatters have become very clever at finding new and more clever ways to make money from domain names incorporating trademarks.  This means that trademark owners have to continue their vigilance and litigate under the ACPA and the UDRP against the new ways cybersquatters and opportunists have found to frustrate the system.
 

The remainder of this paper addresses some of the more recent classes of cases seen by UDRP panels, and how they attempt to deal with them. The list is not inclusive of all schemes or disputes and the discussion is in summary form since some specific examples will be used in the presentation.

An Attempt to Classify Significant Groups of Cases Seen by UDRP Panels

The following discussion is essentially a list, with some comments, of many of the key categories of UDRP cases which illustrate the types of allegedly abusive registrations typically seen by UDRP panels.  They are listed more or less chronologically as the various concepts in each category arose, and show how cybersquatters have developed more and more sophistication over the years.  Parts of this material will be discussed in more detail during the presentation. The cases have abbreviated citations since they can be found instantly on various search engines merely by case numbers, which usually indicate the Provider and the year decided.

Interested readers are fortunate to have publicly available an amazing compilation by the WIPO staff and panelists, entitled “WIPO Overview of WIPO Panel Views on Selected UDRP Questions.”
  This compilation, plus cases that the author has worked with either as a practicing lawyer or a panelist for WIPO or NAF, does not purport to be exclusive, but is merely illustrative of the interesting and more useful questions and cases involving the subject matter listed. This WIPO Overview is in the form of FAQ’s – questions and answers likely to be asked by a panelist searching for existing case law. For more detailed research, the WIPO paper is an excellent starting point, along with the domain name decisions search section of the websites of ICANN, WIPO and NAF.

Traditional Cybersquatting and Attempts to Sell Domain. 
These were the initial cases for which the UDRP was established and there were literally thousands of such cases in the early days of the UDRP experience. They are much less common today since the outcome is so predictable. A representative case is General Electric Company v. Normina Anstalt a/k/a Igor Fyodorov, Case No. D2000-0452, which ordered a number of  GE related domain names transferred to GF from the Respondent. There the Panel stated:

The Respondent in this case has offered to sell to Complainant, at a substantial price, domain names corresponding to marks in which Complainant has rights. Absent some exceptional justification from Respondent, it is reasonable to infer that it registered the names with the primary intention of selling them to Complainant (or to a competitor) for valuable consideration in excess of its out-of-pocket expenses directly related to the names. This constitutes bad faith within the meaning of paragraph 4(b)(i) of the Policy.

Also, by registering several domain names that are confusingly similar to Complainant’s trademarks, Respondent has prevented Complainant from reflecting its marks in corresponding domain names. The registration of several names corresponding to Complainant’s trademarks is sufficient to constitute a pattern of such conduct, and thus to constitute bad faith within the meaning of paragraph 4(b)(ii) of the Policy.

Typosquatting. Use of a misspelled trademark as a domain name, as described in Dow Jones & Co. v. Zuccarini, WIPO Case No. D2000-0578 (concluding that Zuccarini acted in bad faith based on a finding that he "registered and has used the two domain names <wallstreetjounal.com> and <wallstreetjournel.com> solely for the purpose of trading on the global reputation of THE WALL STREET JOURNAL, taking advantage of the tendency of Internet users to misspell, and attracting such users to his own sites, and thus to profit from his own sales of advertising and from links to other websites."). Zuccarini has been dinged for this numerous times. See, OfficeMax, Inc. and OMX, Inc. v. Zuccarini, Case No. D2002-0354, involving misspellings of the OfficeMax trademark.

Geographical Terms. The report of the Second WIPO Internet Domain Name Process specifically declined to extend protection to geographical terms under the UDRP. Some geographical terms however, can be protected under the UDRP, if the complainant has shown that it has rights in the term and that the term is being used as a trademark and that it has become famous. Normally this would require the registration of the geographical term as a trademark. In perhaps the seminal case, Kur- und Verkehrsverein St. Moritz v. StMoritz.com, Case No. D2000-0617, protection was denied. A more complex case and argument is found in City of Salinas v. Brian Baughn, NAF Case No. 97076, where the City was unable to protect its legal name stated in its California charter, because it was not a registered mark and was also geographically descriptive.

Generic or Descriptive Terms. Complainant may be relying on trademark rights in a generic word it seeks to protect. It has often been said that a generic word will be given little if any protection under the UDRP, whether it is sought to use it as a common law trademark, Postcom spa v. smartphone sa, File FA0204000110805 (2002) or even if it has actually been registered as a trademark, Rollerblade Inc. v. CBNO, WIPO Case No. D2000-0427, where the trademark had become so generic and descriptive as to be unprotectible under the UDRP. 

Perhaps an even better example, which had a strong dissent, is United States Postal Service v. Postoffice.com, Inc., Case Number: FA0012000096313. In this case, handled by the author while in private practice, the USPS attempted to take away the <postoffice.com> domain on the basis that it owned the exclusive right to the words “Post Office” and had various worldwide trademarks incorporating the words. Previously the USPS had taken variants of this domain name from others in UDRP cases, but it lost here on the grounds that a trademark on “United States Post Office” is definitely not the same or substantially similar to the domain name <postoffice.com>.  We showed that the use of the words “post office” dated back to 1652 which long preceded even the existence of the United States government, making pretty clear it was a descriptive mark to the point that Google had some 389,000 references to the words, most of which had nothing to do with the USPS.

This case is also notable in that it was one of the first to point out that, where there are no facts showing bad faith and many other complex facts and legal issues in dispute, such cases are not the sort that the UDRP was created to deal with.  As the Panel decision said:

The alleged confusion due to the use of similar colors and linking is inapposite in an ICANN proceeding. That complaint belongs in a Federal Court Lanham Act infringement case if those facts are true and they are actionable. There is little or no law to support the theory that linking to and framing a site for the purpose of assisting the user to do business with the framed party is illegal or improper. All that Respondent's site does is allow the reader to determine the official U.S. and other international postage rates.

http://domains.adrforum.com/domains/decisions/96313.htm.  [Emphasis added by this author]  

The Panel said the USPS failed to show similarity, confusion or bad faith, and was attempting to protect a set of generic and descriptive words, which was not the purpose of the UDRP.

Criticism or Parody Sites. Here the issue is whether the use of a trademark, either alone or in conjunction with a secondary term, to identify a company one is criticizing constitutes an abusive registration. Often this depends upon whether the panel is concerned with protecting free speech under the First Amendment, or if it worries about a judicially created concept called “initial interest confusion.”  Under this concept the panel is influenced by its concern that by using a trademark as a domain name to direct someone to it, the viewer might be confused into believing that the site is sponsored or controlled by the trademark owner.  In the author’s opinion, some of these cases border on the ridiculous when a two second view of the page would show clearly that the trademark owner is not the sponsor.

For example, compare Wal-Mart Stores, Inc. v. Richard MacLeod d/b/a For Sale, Case No. D2000-0662 involving the domain <wal-martsucks.com> where there was conflicting evidence on whether the purpose was to force Wal-Mart to buy the domain or if the critical commentary was protected.  The panel ordered transfer of the name.  Then a slightly later case with a dissent, Lockheed Martin Corporation v. Dan Parisi, Case No. D2000-1015, concluded that there could be no confusion in the minds of viewers with the qualification of a domain name like <lockheedsucks.com>.  These cases and the <walmartreallysucks.com> case are difficult to reconcile.

A much more recent and interesting case, in which the author was the dissenting panelist, is that mentioned previously, Aspis Liv Försäkrings AB v. Neon Network, LLC, Case No. D2008-0387, where the majority ordered the transfer of the domain <aspis.com>.  This domain is used for a website devoted exclusively to pointing out all the criminal and civil charges being brought against the officers and directors of an affiliated ASPIS company in Austria or elsewhere in Europe. Just a few of the problems which caused my dissent were, among other things, that (1) the Complainant, a Swedish entity  was not the company being criticized and the company being attacked was not a party to the UDRP case; (2) Complainant did not come into existence for more than six years after registration and use commenced; and (3) the use of the mark in the domain name was not for commercial purposes, but in the exercise of free speech and there was no evidence of any effort to sell the domain.  The case illustrates very clearly the dichotomy that exists between European panel members who tend to ignore free speech issues in favor of protecting trademarks, and U.S. members who are also concerned with protecting such speech and tend to look at the language on the site as the litmus test. If there is no question that a viewer could instantly see that it was not sponsored by the trademark owner, there is no reasoning I can find in the UDRP Policy and Rules for taking the domain away from the Registrant. 

Pure Parody. Another case, from the court side of things, which is really egregious to my mind as one of the losing attorneys of record, is PETA v. Doughney, 263 F.3d 359 (4th Cir. 2001).  There a website which was headed “PEOPLE EATING TASTY ANIMALS” was labelled confusing and infringing of the PETA mark on the basis of initial interest confusion. Evidence showed that if a viewer went to the <peta.org> site, it was not only greeted with the above title, but also on the site it had URL’s for people who liked to eat meat, wear fur coats, and use animals for drug testing. In short, it was an incredibly clever parody.  

Notwithstanding these facts the court held that there was a commercial use since the domain name owner had said in an email when he was being threatened with litigation that he was open to negotiation of the dispute.  In fact the testimony in the case showed that over 4,000 emails had been received by Doughney from PETA members, many of which threatened him with death or serious injury.  He also testified that he was not interested in selling the domain and that he had spent over $100,000 defending the domain name because he felt so strongly that the PETA organization was bizarre and counterproductive to society.

Recent court cases take a much more conciliatory position and refuse to stop the use of a trademark domain for purposes of parody or criticism. The PETA case has since been criticized by several other appellate courts. A recent case going the opposite way is Utah Lighthouse Ministry v. Foundation for Apologetic Information and Research, 2008 WL 22043807 (10th Cir. May 29, 2008).  On the other hand, the author suspects that under the UDRP, as noted in the ASPIS case, it is far less likely that the Respondent will prevail.
“Parking” Domains.  There is a considerable body of law relating to the practice of third parties registering a domain name that is based on a trademark or trade name and then not using it for anything, but merely “parking” it with a registrar for future use.  If the parked name leads to a website where it is offered for sale, it may be deemed bad faith use and the Complainant will usually prevail. On the other hand if the site merely sits there and provides advertisements to non-competitive businesses to which the domain links point, this may be deemed legal. These cases illustrate that it is not illegal to use a domain name to advertise products or services merely related to the trademarked goods, as long as the alternative items are not considered competitive goods or services.

There are a vast number of ways this can be done, as the Wikipedia explains:

Domain parking refers to the registration of an internet domain name without that domain being associated with any services such as e-mail or a website. This may have been done with a view to reserving the domain name for future development, and to protect against the possibility of cybersquatting. Since the domain name registrar will have set name servers for the domain, the registrar or reseller potentially has use of the domain rather than the final registrant.

Domain parking can be classified as monetized and non-monetized. In the former, advertisements are shown to visitors and the domain is 'monetized'. In the latter, an "Under Construction" or a "Coming Soon" message may or may not be put up on the domain by the registrar or reseller. This is a single-page website that people see when they type the domain name or follow a link in a web browser. Domain names can be parked before a web site is ready for launching. 

See, http://en.wikipedia.org/wiki/Domain_parking 

Other authors more recently have called a form of this practice “Clickfarming,” where the apparent sole purpose of the website is to serve as an advertising link to third party businesses that do not compete with the trademark owner’s business.
  These cases really do present an interesting dilemma for the UDRP panels since they are not clearly an “abusive registration,” but merely one the trademark owner would probably not like to continue, based on dilution theories.

Unauthorized Acquisition of Domain.  Finally, there are a whole series of cases, intensely factual, where the registrant of a domain name is able to have the name transferred from the original trademark and domain name owner, and then the transferee uses that domain to the detriment of the former owner.  The facts differ so much it is impossible to summarize them, but one recent case
 explains how this might happen:

Though it is not exactly clear how the Respondent gained control of the disputed domain name, this was done without the permission of the Complainant and likely through improper means. It is well-settled that the practice of hijacking a domain name, i.e. wrongfully taking control of a domain name from the rightful name holder (cf. Domain Name Hijacking: Incidents, Threats, Risks, and Remedial Action, Report from the ICANN Security and Stability Advisory Committee, July 12, 2005), is of itself evidence of the bad faith use and registration of a domain name (cf. CC Computer Consultants GmbH and WAFA Kunststofftechnik GmbH v. APG Solutions & Technologies, WIPO Case No. D2005-0609; Bjorn Kassoe Andersen v. Direction International, WIPO Case No. D2007-0605; and, leaving open whether the disputed domain name was in fact hijacked, Lynx Solutions Limited t/a Thandi Coaches v. Whois Guard Protected, WIPO Case No. D2007-0827).

Other Types of Cases.  There are so many other case examples it is impossible to list them here, but these are the most common.  We will discuss these and possibly others in the oral presentation.

DOMAIN TASTING – A Final Related Concept

While it is not directly a form of abusive domain name registration, so-called “Domain Tasting” is a practice by domain speculators in which they register a domain and then drop the registration within five days. Until very recently ICANN rules allowed registrants to game the system by dropping domains in this way and recouping all fees. Tasters could, in the meantime collect revenue from the domain and, if it got enough traffic, retain the domain and incur all the costs. The period of use was so short that trademark owners probably never noticed the use, if it involved a trademark of another, or if they did, there was no point in litigating. 
Over the last couple of years a huge percentage of domain registrations, perhaps over 50%, have been for tasting purposes. A fairly small number of registrants, either in concert with registrars or acting themselves as registrars, have been responsible for a huge percentage of the registrations, indicating that it has the potential for large profits.

Now according to recent ICANN pronouncements, the rules of the game are being changed to the point that it may no longer be permitted, or at least if it is, it will be expensive to engage in.
 I mention this practice, since it is further evidence of the need for vigilance as clever registrants try out new schemes. 
Some Conclusions

The international UDRP and its domestic U.S. cousin the ACPA have worked reasonably well in the nine years since their adoption as procedures to deal with domain names and trademarks and the Internet. This paper has shown some of the tricks of the trade in using these remedies and hopefully provided practitioners with some solid practical advice on how to use the system better.

Of the two, the UDRP is certainly cheaper and faster and often the best choice, except when the facts are in serious dispute and there are other complex legal issues like dilution or tarnishment which might better be decided by a trial judge or even a jury.  On the other hand, availability of damages, injunctive relief and attorney fees in an ACPA case is a significant benefit, although the higher costs and time involved are a major deterrent unless there is a lot of money at stake and the defendant has the resources to pay the judgment.

Careful thought should be given to which of the Providers to use, if you represent the Complainant, and both parties should think carefully about the value of a three person panel and who to nominate for the panel.

The procedural rules are now fairly fixed and if you have handled one of these cases in the past, the current structure should not deter you from doing a good job for your client.  Just think carefully about how your written presentation and exhibits would strike you, if you were the trier of fact and the panelist in your case.  

Remember, above all, once the materials are submitted, there is little or no way to correct for errors and adequately supplement missing evidence and you cannot use live witnesses who might sway the case as can be done in a trial court.

Now, “Good Luck and Good Night,” as Edward R. Murrow used to say on television as he signed off for the evening.

· ##  —

Note:   The author is indebted to his fellow NAF panelist, Hon. Neil Brown, QC, of Melbourne, Australia and London, England, for the germ of many ideas and thoughts presented in this paper. Neil has presented similar lectures to lawyers all over the World and prepared many similar papers. I also appreciate his thoughtful approach to cases we have worked on together in the past, and hope we will do so again in the future.
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� For example, there is a good summary of the U.S. Anticybersquatting Consumer Protection Act (ACPA) in the form of a PowerPoint presentation by the Chief Policy Officer of ICANN, at http://www.icann.org/presentations/difo-ajm-6sept2000.pdf. There are literally hundreds of articles on the subject at this time.


� The Act authorizes a court to order the forfeiture or cancellation of a domain name or the transfer of the domain name to the owner of the mark.  In lieu of actual damages, the plaintiff may elect statutory damages and the court has discretion to award damages of not less than $1,000 and not more than $100,000 per domain name, as the court considers just. 15 U.S.C. § 1117(d). 


� 15 U.S.C. §1129.


� Electronics Boutique Holding Corp. v. Zuccarini, 


2000 U.S. Dist. LEXIS 15719 (E.D. Pa., October 30, 2000)





� 15 U.S.C. §1125(d)(2) sets up the conditions under which an in rem action can be brought and how to use that remedy. 


� See UDRP Rule 18, http://www.icann.org/udrp/udrp-rules-24oct99.htm.


� See the infamous case of Panavision International, L.P. v. Toeppen, 945 F. Supp. 1296, 1303 (C.D. Cal. 1996), aff’d 141 F.3d 1316 (9th Cir. 1998) where Toeppen registered the famous trademark “Panavision” and then sought to sell it to them for an inflated price. This case is considered by most people to be the initial source of the term “cybersquatting.”


� See the history and listing of various documents involved in this process, found at http://www.icann.org/udrp/udrp.htm. 


� Statistics on these providers can be found at http://www.wipo.int/amc/en/domains/statistics/ and http://domains.adrforum.com/newsroom.aspx?itemID=1363 


� There are detailed Rules on what the Complaint and other pleadings must contain, how it is served, and many other requirements that are set forth in the UDRP Rules, found at 


http://www.icann.org/udrp/udrp-rules-24oct99.htm and supplemented by provider specific rules, which see.


� See, for example, the NAF rules that set up specific requirements and time deadlines, etc. http://domains.adrforum.com/main.aspx?itemID=276&hideBar=False&navID=202&news=26 and the WIPO resources are at http://www.wipo.int/amc/en/domains/gtld/udrp/index.html 


� UDRP Rules 10 and 12 provide that the Panel may request further evidence or filings on disputed or unclear issues.


� See a very recent example of lack of evidence as cause for a dismissal where the Panel was explicit that there was inadequate evidence and suggested the parties should have used a court proceeding. http://www.wipo.int/amc/en/domains/decisions/html/


2008/d2008-0760.html.


� Although the UDRP allows the Complainant to request cancellation instead of transfer to it, why this choice would ever be made is not clear, since if only cancelled there is a good likelihood that someone else would immediately pick up the domain and the problem would exist all over again.


� UDRP Rule 13.


� UDRP Rule 12, and see various Provider Supplemental Rules.


�http://www.wipo.int/amc/en/domains/decisions/html/2008/d2008-0387.html


� See the section above on Case Statistics, demonstrating the high percentage of times the trademark owner prevails (84%) in one way or the other in these cases.


� See, 15 U.S.C. §1125(d) and §129(1)(A) on protection of personal names. These sections are now part of the Lanham Act of 1946 by amendments in 1999.


� “Dispute proceedings arising from alleged abusive registrations of domain names (for example, cybersquatting) may be initiated by a holder of trademark rights.”  Preamble to the UDRP. http://www.icann.org/udrp/#udrp 


� See the ASPIS case cited in a prior footnote where exactly that situation happened.


� UDRP Rule 18(a) states: “In the event of any legal proceedings initiated prior to or during an administrative proceeding in respect of a domain-name dispute that is the subject of the complaint, the Panel shall have the discretion to decide whether to suspend or terminate the administrative proceeding, or to proceed to a decision.” The parties must promptly advise the Panel and the Provider if other litigation is brought or pending. Policy Rule 18(b).


� See, Lipton, J. D., “Clickfarming: The New Cybersquatting?”  12 Journal of Internet Law 1, July 2008, for an example of creative domain name use and attempts of third parties to make money off the trademarks of others.


� See http://www.wipo.int/amc/en/domains/search/overview/ updated through March 2008. 


� See, http://www.icann.org/udrp/udrpdec.htm (ICANN); http://www.wipo.int/amc/en/domains/search/ (WIPO) and http://domains.adrforum.com/decision.aspx (NAF)


� See Note 23, supra.


� JAI A/S v. Site Services International, Richard Sorensen, 


Case No. D2007-1685, directing transfer of the domain as it likely being hijacked, as in other cases with the same Respondents. http://www.wipo.int/amc/en/domains/decisions/html/2007/d2007-1685.html 





� http://www.eweek.com/c/a/Security/Yes-Domain-Tasting-Will-End/?kc=EWKNLNAVFEA1
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